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PRESTONETTES, INC. V. COTY 


PrESTONETTES, INc. v. Coty 
(44 S. C. R. 350) 


United States Circuit Court of Appeals, Second Circuit 
April 7, 1924 


Trape-Marks anp Trape-NamMes—Unramr Competirion—PurcnHaser May 
Prace Trape-Markep Goons 1X Dirrerent ConrTarners UNDER 
Lagets Statinc THem OriGin. 

Where defendant purchased plaintiff’s trade-marked perfume and 
face powder, held, that plaintiff cannot prevent defendant from put- 
ting the perfume in smaller bottles and stating on them that the 
contents are plaintiff's goods independently rebottled, and from add- 
ing a binder to the powder to give it coherence and selling the com- 
pact in a metal box under a label stating that the compact was 
independently compounded by defendant from plaintiff's loose pow- 
der and defendant’s own binder, though perfume or powder is deli- 
cate and likely to be spoiled, and fraud is possible. 

SameE—SAME—EXTENT OF Owner’s RIGHT. 

A trade-mark only gives the right to prohibit its use so far as 
to protect the owner’s good-will against the sale of another’s product 
as his; it is not a copyright or taboo, and does not confer a right 
to prohibit the use of the word or words. 


Mr. Justice McReynolds dissenting. 


In equity. On writ of certiorari to the United States Cir- 
cuit Court of Appeals for the Second Circuit. 

In equity. An order denying a preliminary injunction as 
prayed for, but placing a limited restriction on defendant, was 
modified, and injunction granted as prayed for in the complaint, 
by the Circuit Court of Appeals (285 Fed. 501), and defendant 
brings certiorari. Reversed. (For opinion below, see 12 T. M. 
Rep. 405.) 


Charles H. Tuttle and Louis Marshall, both of New York 
City, and Wm. J. Hughes, of Washington, D. C., for 
petitioner. 

Asher Blum, of New York City, Lindley M. Garrison, of 
Jersey City, N. J., F. D. McKenney, of Washington, 
D. C., and Hugo Mock, of New York City, for respond- 
ent. 


Mr. Justice Hotmes delivered the opinion of the court. 
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This is a bill in equity brought by the respondent, Coty, a 
citizen of France, against Prestonettes, a New York corporation, 
having its principal place of business in the Southern District of 
New York. It seeks to restrain alleged unlawful uses of the plain- 
tiff’s registered trade-marks, “Coty” and “L’Origan,” upon toilet 
powders and perfumes. The defendant purchases the genuine 
powder, subjects it to pressure, adds a binder to give it coherence 
and sells the compact in a metal case. It buys the genuine per- 
fume in bottles and sells it in smaller bottles. We need not men- 
tion what labels it used before this suit as the defendant is content 
to abide by the decree of the District Court. That decree allowed 
the defendant to put upon the rebottled perfume “Prestonettes, 
Inc., not connected with Coty, stating that the contents are Coty’s 
[giving the name of the article] independently rebottled in New 
York,” every word to be in letters of the same size, color, type and 
general distinctiveness. It allowed the defendant to make com- 
pacts from the genuine loose powder of the plaintiff and to sell 
them with this label on the container, “Prestonettes, Inc., not 
connected with Coty, states that the compact of face powder herein 
was independently compounded by it from Coty’s [giving the 
name] loose powder and its own binder. Loose powder — per 
cent., Binder — per cent.,” every word to be in letters of the same 
size, color, type and general distinctiveness. The Circuit Court 
of Appeals, considering the very delicate and volatile nature of 
the perfume, its easy deterioration, and the opportunities for adul- 


teration, issued an absolute preliminary injunction against the use 


of the above marks except on the original packages as marked and 
sold by the plaintiff, thinking that the defendant could not put 
upon the plaintiff the burden of keeping a constant watch. 285 
Fed. 501, certiorari granted, 260 U. S. 720, 43 Sup. Ct. 250, 67 
L. Ed. —. 

The bill does not charge the defendant with adulterating or 
otherwise deteriorating the plaintiff’s product except that it inti- 
mates rather than alleges metal containers to be bad, and the Cir- 
cuit Court of Appeals stated that there were no controverted ques- 
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tions of fact but that the issue was simply one of law. It seemingly 
assumed that the defendant handled the plaintiff’s product without 
in any way injuring its qualities and made its decree upon that 
assumption. The decree seems to us to have gone too far. 

The defendant of course by virtue of its ownership had a 
right to compound or change what it bought, to divide either the 
original or the modified product, and to sell it so divided. The 
plaintiff could not prevent or complain of its stating the nature 
of the component parts and the source from which they were de- 
rived if it did not use the trade-mark in doing so. For instance, 
the defendant could state that a certain percentage of its compound 
was made at a certain place in Paris, however well known as the 
plaintiff's factory that place might be. If the compound was 
worse than the constituent, it might be a misfortune to the plaintiff, 
but the plaintiff would have no cause of action, as the defendant 
was exercising the rights of ownership and only telling the truth. 
The existence of a trade-mark would have no bearing on the ques- 
tion. Then what new rights does the trade-mark confer? It does 
not confer a right to prohibit the use of the word or words. It is 
not a copyright. The argument drawn from the language of the 
Trade-Mark Act does not seem to us to need discussion. A trade- 
mark only gives the right to prohibit the use of it so far as to 
protect the owner’s good-will against the sale of another’s product 
as his. United Drug Co. v. Theodore Rectanus Co., 248 U. S. 
90, 97, 89 Sup. Ct. 48, 63 L. Ed. 141 [9 T. M. Rep. 1]. There 
is nothing to the contrary in A. Bourjois § Co. v. Katzel, 260 
U. S. 689, 43 Sup. Ct. 244, 67 L. Ed. 464, 26 A. L. R. 567 [13 
T. M. Rep. 69]. There the trade-mark protected indicated that 
the goods came from the plaintiff in the United States, although 
not made by it, and therefore could not be put upon other goods 
of the same make coming from abroad. When the mark is used in 
a way that does not deceive the public we see no such sanctity in 
the word as to prevent its being used to tell the truth. It is not 
taboo. Canal Co. v. Clark, 13 Wall. 311, 327, 20 L. Ed. 581. 

If the name Coty were allowed to be printed in different 
letters from the rest of the inscription dictated by the District 
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Court a casual purchaser might look no further and might be 
deceived. But when it in no way stands out from the statements 
of facts that unquestionably the defendant has a right to communi- 
cate in some form, we see no reason why it should not be used 
collaterally, not to indicate the goods, but to say that the trade- 
marked product is a constituent in the article now offered as new 
and changed. As a general proposition there can be no doubt 
that the word might be so used. If a man bought a barrel of a 
certain flour, or a demijohn of Old Crow whiskey, he certainly 
could sell the flour in smaller packages or in former days could 
have sold the whiskey in bottles, and tell what it was, if he stated 
that he did the dividing up or the bottling. And this would not 
be because of a license implied from the special facts but on the 
general ground that we have stated. It seems to us that no new 
right can be evoked from the fact that the perfume or powder is 
delicate and likely to be spoiled, or from the omnipresent possi- 
bility of fraud. If the defendant’s rebottling the plaintiff's per- 
fume deteriorates it and the public is adequately informed who 
does the rebottling, the public, with or without the plaintiff's 
assistance, is likely to find it out. And so of the powder in its new 
form. 

This is not a suit for unfair competition. It stands upon 
the plaintiff’s rights as owner of a trade-mark registered under 
the Act of Congress. The question therefore is not how far the 
court would go in aid of a plaintiff who showed ground for suspect- 
ing the defendant of making a dishonest use of his opportunities, 
but is whether the plaintiff has the naked right alleged to prohibit 
the defendant from making even a collateral reference to the plain- 
tiff’s mark. We are of opinion that the decree of the Circuit Court 
of Appeals must be reversed and that that of the District Court 
must stand. 

Decree reversed. 

Mr. Justice McReynolds dissents. 
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ParRFUMERIE RoGer AND GaLuet v. M. C. M. Co., Ine. 
PARFUMERIE RoGer AND GALLET v. JoHN WANAMAKER 


United States Circuit Court of Appeals, Second Circuit 
March 5, 1928 


['raApE-Marks—INFRINGEMENT—“CHARME D’AMmoUR” AND “CaRESsE D’ AMOUR” 
Versus “Bovavet pes Amours” anv “Fieurs p’Amours” on PeEr- 
FUMERY—“Amour” ALONE Not DISTINCTIVE. 

Where plaintiff sued to enjoin the use of the words “Charme 
d’Amour” and “Caresse d’Amour,” on the ground of its prior use of 
the words “Bouquet des Amours” and “Fleurs des Amours,” for 
perfumery, held that the word “Amour” alone did not mean plaintiff, 
having often been used on perfumery. 

SamMe—SaMe—L1aBiniry to Conrusion—CRITERION—BALANCE OF CONFLICT- 
ING INTERESTS NECESSARY. 

In the case at issue, where there was some evidence of confusion 
of purchasers, the rights of the parties must be ascertained by the 
balance of conflicting interests; and, defendant adducing the stronger 
evidence, the appeal was dismissed. 

Maurice Leon, of New York City, for appellant. 
Hubert Howson, of New York City, for Wanamaker. 
Howard Thayer Kingsbury, of New York City, for M. C. M. 


Co., Ine. 


Before Swan, L. Hann, and Aveustus N. Hanp, Circuit 
Judges. 


Appeal from final decrees of the District Court for the South- 
ern District of New York dismissing two bills in equity for in- 
fringement of registered trade-marks. Affirmed. 


Per Curiam: We assume arguendo that both the trade- 
marks, ““Bouquet des Amours” and “Fleurs d’Amours,” are proper 
marks of origin, acquired by valid user, and that the Trade-Mark 
Convention of April 19, 1869, did not invalidate them. Granting 
so much, in our judgment the plaintiff has failed to prove any 
infringement of either by the use of “Charme d'Amour,” or of 
“Caresse d’Amour.” 

Prima facie, the source of origin of the products sold under 
them is indicated by the mark taken as a whole; one who uses less 
than that whole may perhaps infringe, but, if so, it must appear 
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that the part he has taken identifies the owner’s product without 
the rest. There are indeed cases where the change is so slight that 
judges will infer as much by mere inspection, though even there 
the question is always one of fact. In the case at bar we have 
no antecedent reason to assume that the word “amour” alone meant 
Roger & Gallet; it had been often applied to perfumes before, 
and its appropriateness is plain at a glance. 

Thus the plaintiff had to prove the issue independently of the 
word common to all the marks. An appellate court of equal author- 
ity upon nearly the same showing has decided against it; we will 
not lightly ignore that holding. Besides, the evidence greatly 
preponderates against the conclusion, the defendants having gone 
further and amply proved that in fact no confusion existed. 

We shall not discuss this evidence in detail; the several earlier 
tribunals who have dealt with the issue have considered it and 
we are satisfied with their conclusions. All we need mention is 
the new evidence, consisting of the orders received by the plaintiff 
from its two customers, which were excluded below on the ground 
that they were self-serving declarations. That, of course, they 
were not, and, moreover, they seem to us, all things considered, 
to have been enough authenticated to be competent. The plaintiff 
is entitled therefore to insist upon their consideration, especially 
as they are the only evidence of confusion worth notice. 

On their face, they indeed appear to be inquiries from cus- 
tomers, and tradesmen at that, who were misled into supposing 
that the defendants’ goods came from the plaintiff. While the 
defendants would, it is true, be entitled to present their side of 
the matter, which the exclusion of the proof prevented, we must 
take them at their face for the purposes of these appeals. It is 
to be observed that they are not instances of persons seeking the 
plaintiff's product and getting the defendants’, the only wrong of 
which it can complain. ‘Their cogency arises only from the infer- 
ences that if tradesmen supposed that the plaintiff made ‘Amour 
Ensharm,” (sic), and “Caress d’Amour,” (sic), a fortiori the public 
must do so, too, and would buy them under that misapprehension. 

That is indeed not an unreasonable inference, that is to say, 
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the inquiries were legitimate evidence on the plaintiff’s side; but 
for all that they were not necessarily controlling. Taken with 
the proof as a whole, especially with Jordan’s admission that he 
had never known of any confusion, they do not seem to us enough 
to turn the scale. 

Some buyers will be confused by the most remote similarities, 
and while the owner has an equal interest in his careless customers, 
there is practically a limit to which in the protection of that inter- 
est he can control the use of words even of foreign origin. 

It is a common-place, especially in this branch of the law, 
that rights emerge only upon a balance of conflicting interests. 
Registry changes nothing and is important only for procedural 
purposes. The inference of substantial confusion from these two 
inquiries seems to us overborne by the defendants’ evidence, and 
a decree for the plaintiff would have to rest upon the unproved 
assumption that the plaintiff was in fact suffering any perceptible 
loss of trade because of its customers’ mistakes. 

Decrees affirmed. 


VisropLtex Company, Inc. v. J. H. BuNNELL anv Co., INc. 
United States Circuit Court of Appeals, Second Circuit 


March, 1928 


lrapE-Marks—INFRINGEMENT—“BucG” anp “VIBROPLEX” FoR VIBRATORS— 
DescripTivENEss TO Some, Marxs or OriGtn To OrnHers—AFFIRMAL. 
Where the words “Bug” and “Vibroplex,” as applied to tele- 
graphic sending machines, known as vibrators, subject of expired 
patents, had become to jobbers and retailers descriptive of the goods, 
but to the general public denoted origin, held that defendant had not 
infringed, as the name “Bug,” although a registered trade-mark, was 
invalid because descriptive. 


In equity. Appeal from the District Court for the Southern 
District of New York. Affirmed. 


Murray Corrington, of New York City, for appellant. 
Philip Farnsworth, of New York City, for appellee. 
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Before L. Hanno, Swan and Aveustus Hanp, Circuit Judges. 
The full text of the opinion of the court is as follows: 


Appeal from a decree of the District Court for the Southern 
District of New York dismissing a bill in equity for the infringe- 
ment of the plaintiff’s registered trade-mark “Bug.” 

The mark was registered on December 21, 1920, for tele- 
graphic sending machines of the kind known as vibrators. These 
had been invented by one Martin, and were covered by many 
patents, of which two expired in 1920 and 1924. The plaintiff 
became the owner of the patents, and used both the trade-mark 
and the name “Vibroplex”’ in selling the patented vibrators. The 
defendant uses the mark “Gold Bug” upon vibrators of the kind 
covered by the expired patents, which do not infringe any existing 
patents. So far as appears, this name is always accompanied by 
the defendant’s name or that of one Ghegan. 

The mark was in common use among operators before appli- 
cation for registration, and denoted both the plaintiff's vibrators 
and such infringements (of which there were several) as were 
made and sold until suppressed under the patents. 

The plaintiff insisted that the name did not describe the 
vibrators among those with whom it directly dealt, and that in 
any case, as it had used both “Bug” and “Vibroplex” during the 
life of the patents, the first could not have been descriptive. 

Per Curiam: Section 5 of the Trade-Mark Act (15 U. S. 
C. A., Section 85) forbids the registration of a mark which con- 
sists “merely in words or devices which are descriptive of the 
goods with which they are used.’”’ The mark at bar has become 
so descriptive to all those who use vibrators; as to them, therefore, 
it is not a good mark. 

The fact that it was used during the existence of the paterts 
gives added force to that conclusion. ‘The plaintiff answers that 
it has not been shown that it is descriptive among jobbers or 
retailers who buy of manufacturers. The question, therefore, is 
whether a mark may be good, though descriptive to a large class 
of those who have to do with it, if there is another class to whom 
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it nevertheless denotes origin. We have been unable to discover 
any case on the subject in this country, but Jn re Gramophone 
Company, L. R. [1910] 2 Ch. 423, is against the plaintiff's posi- 
tion. 

It may well be that the plaintiff, in a suit for unfair trade, 
might succeed in preventing the defendant from using the mark 
in sales to jobbers or retailers, though there the question would 
arise whether it was not already sufficiently distinguished by the 
addition of the names “Bunnell” and “Ghegan’” and of the prefix 
‘Gold.”” Such buyers are not apt to be easily confused. But with 
this we have nothing to do: first, because the suit is not so framed; 
second, because we should not have any jurisdiction. 

If the plaintiff is to succeed, we must say that as a registered 
mark it is good, though it is not a mark of origin to large numbers 
of those familiar with it. We think that the statute meant to 
exclude such cases, and to limit its protection to those marks which 
do not describe the article at all. So far as we can learn, the con- 
ditional relief which alone would here be permissible has never 
been given the statute; certainly there is no express provision for 
it in Section 19 (15 U. S. C. A., Section 99). 

On the other hand, some of the remedies given would scarcely 
be applicable, where the mark was susceptible of lawful use, e. g., 
destruction, Section 20 (15 U. S. C. A., Section 100) and exclu- 
sion from import, Section 27 (15 U. S. C. A., Section 106). 

So far as the fact is material at all that the vibrators had 
two names, “Vibroplex” and “Bug,” it seems to us to make in 
the defendant’s favor. If anything, a mark is less likely to signify 
origin, when it is accompanied by others, than if it stands alone. 
Decree affirmed. 





144 EIGHTEEN TRADE-MARK REPORTER 


CrowELt PusiisHinec Company v. ITALIAN MontTHLY CoMPANY 
United States District Court, Southern District of New York 
January 31, 1928 


Trape-Marxs—Unram Competirion-—INFRINGEMENT—“AMERICAN Maca- 

ZINE” anv “THE New AMERICAN.” 

The use by defendant of the words “The New American” as the 
name of a monthly magazine held not to infringe plaintiff’s rights in 
the title “The American Magazine,” inasmuch as the name “Ameri- 
can” had long been used as a part of various magazine titles. 

Same—Same—Get-ur or Macazrne Covers—DirrereNTIATING FEATURES— 

DisMISSAL. 

In the case at issue, where the two magazines were markedly 
different in size, color, make-up, price and appearance, as well as in 
subject matter, held that there was no unfair competition. 

Gopparp, D. J.: The plaintiff, the publisher of The Ameri- 
can Magazine, makes this motion for a preliminary injunction 
restraining the defendant from publishing its magazine under the 
name of The New American. 

The American Magazine’s outside cover consists of a vividly 
colored illustration upon a white background with shaded type. 
The size of its pages are 814 inches wide by 111% inches long. It 
sells for 25 cents a copy and has a circulation of upwards of two 
million copies among the general public. It has been published 
under the name of “The American Magazine” since 1906. 

The New American has outside covers of solid dark color with 
black printing upon it; its pages are 614 inches wide by 10 inches 
long. It sells for 50 cents a copy; its first issue was published 
in November, 1927, and it has a circulation of about 1,000 copies, 
principally among people of the Italian origin, who have recently 
become American citizens, and it is for them that the magazine is 
intended. Both magazines are published monthly. 

Suit is brought upon the ground that the plaintiff has a trade- 
mark in the name “The American Magazine’ and that this trade- 


mark has been infringed by the defendant in publishing its maga- 
zine under the name “The New American,” and on the further 
ground of the unfair competition of the defendant’s magazine with 
that of plaintiff's. Suits of the former class arose on the owner- 
ship of the trade-mark. Suits of the latter class are founded upon 
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the damage to plaintiff’s trade by the fraudulently passing off of 
the goods of one manufacturer for those of another. Shaver v. 
Heller & Merz, 108 Fed. 821. 

Generally speaking, geographical and descriptive words may 
not be appropriated for exclusive words as a trade-mark. Colum- 
bia Mill v. Alcorn, 150 U. S. 460. But in instances where a geo- 
graphical word is used not in its descriptive sense, but has been 
selected merely as an arbitrary or fancy name, and after continued 
use it has acquired a secondary meaning, the right to it as a trade- 
mark has been upheld. Hamilton Shoe Co. v. Wolf Brothers, 
240 U. S. 251 [6 T. M. Rep. 169], in which the court held that 
the term “The American Girl” was subject to appropriation as 
a trade-mark by a manufacturer of shoes, Mr. Justice Pitney (at 
pages 256-7) stating: 

“We do not regard the words ‘The American Girl, adopted and em- 
ployed by complainant in connection with shoes of its manufacture, as 
being a geographical or descriptive term. It does not signify that the 
shoes are manufactured in America, or intended to be sold or used in 
America, nor does it indicate the quality or characteristics of the shoes. 
Indeed, it does not in its primary signification indicate shoes at all. It 
is a fanciful designation, arbitrarily selected by complainant’s predecessors 
to designate shoes made by their manufacture. * * * 


“But ‘The American Girl’ would be as descriptive of almost any 
article of manufacture as of shoes; that is to say, not descriptive at 


all. Se 

Mr. Justice Pitney also added that if the mark here in con- 
troversy were “American Shoes” the result would be the other way. 

Even, be it assumed for the purpose of this motion, that the 
plaintiff has the exclusive right to the words ““The American Maga- 
zine” as a trade-mark, it seems to me that the defendant’s name, 
“The New American,” does not infringe; it would be extending 
plaintiff's exclusive right beyond a reasonable limit, particularly 


as there are and have been for many years publications using as a 
salient feature of their title the word “American,” such as “The 
American Hebrew,” “American Field,” etc. 

In so far as the plaintiff has a right to enjoin the defendant 
from publishing its magazine, The New American, on the ground 
of unfair competition, a comparison of the two magazines creates 
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the impression that not only is the defendant not endeavoring to 
mislead the public into believing that in buying its magazine, The 


New American, the purchaser was getting T'he American Maga- 
zine, but also that the public is not likely to be misled. There is 
no resemblance between them; they differ in size, color, make-up, 
appearance, and character of contents. The price of The New 
American is 50 cents; that of The American Magazine is 25 cents. 
The contents of The American Magazine are intended for the gen- 
eral public; the contents of The New American are prepared espe- 
cially with the view to a circulation among new citizens of Italian 
origin. 
Motion for preliminary injunction denied. 


Wa. A. Roaers, Limitep v. Masestic Propucts Corporation 
(23 F. [2d] 219) 


United States District Court, District of Delaware 


December 6, 1927 


Trape-Marks—Unrair Competirion—“Hetrioom”’—UsE or CoMPLAINANT'S 
TrapeE-Mark For SILVERWEAR BY DEFENDANT FOR SILveR Ponisn, 
Wuicu Born Parties Mave, Hetp INFRINGEMENT. 

Complainant, a large manufacturer of silver plated ware, for 
which it used and registered the word “Heirloom” as a trade-mark, 
and also of silver polish, held entitled to an injunction to restrain 
use by defendant of the name “Heirlooms” for its silver polish. 

Same—Same—Ipentiry or Goops not Necessary TO DETERMINE INFRINGE- 
MENT. 

To constitute unfair competition by use of another’s trade-mark, 
it need not necessarily be used on the same kind of goods, but it is 
sufficient if so used that the goods of one party will probably be 
accepted by the purchasing public as those of another. 7 


In equity. Action for infringement. Decree for complainant. 


David A. Woodcock (of Duell, Dunn § Anderson), of New 
York City, and Charles F. Curley, of Wilmington, Dela., 
for plaintiff. 

Cyrus N. Anderson, of Philadelphia, Pa., and William T. 
Lyman, of Wilmington, Dela., for defendant. 
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Morris, D. J.: Wm. A. Rogers, Limited, is a manufac- 
turer of silver plated ware and silver polish. For the former 
it adopted the trade-mark “Heirloom.” In 1915 it began mar- 
keting its silver plated ware thus: HEIRLOOM PLATE. In 1917 
it registered the mark “Heirloom” for silver plated flat and hollow 
ware and cutlery. It has spent more than $500,000 in advertising 
matter in which “Heirloom” has been featured. Since 1921 the 
proceeds of sale of “Heirloom” plate have exceeded $1,000,000. 

Majestic Products Corporation, a manufacturer of silver pol- 
ish, began in 1926 to mark its product “Heirlooms.” This use 
of “Heirlooms” the plaintiff asserts to be an infringement of its 
trade-mark and unfair competition, and prays for injunctive relief. 

The defendant seeks to justify its use of ‘““Heirlooms” by the 
fact that the plaintiff has designated its silver polish, not by the 
word “Heirloom,’ but by the words “Niagara Cream Paste,” 
accompanied by a pictorial representation of Niagara Falls. It 
asserts, moreover, that its silver polish and plaintiff's silver plated 
ware are wholly dissimilar, unrelated in character, and of entirely 
different and distinct descriptive properties. It further contends 
that in the sale of its silver polish under the trade-mark ‘“Heir- 
looms” there can be no competition with plaintiff in its sale of 
silver plated or other metal ware, and, consequently, there can 
be no unfair competition or interference with plaintiff's business. 

In support of its contention that the descriptive properties 
of the two products are distinctly dissimilar, it points out that its 
product is an abrasive detergent or polishing material falling within 
No. 4, while plaintiff's product is embraced within No. 28—jewelry 
and precious metal ware—of the classes into which merchandise 
has been divided by the Patent Office. It adds that in the Tariff 
Act of 1922 (Comp. St. § 5841la et seg.) these articles are dif- 
ferently classified and differently taxed. These differences, it 
believes, bring it within the principle enunciated in Beech-Nut 
Packing Co. v. P. Lorillard Co., 7 F. (2d) 967 (C. C. A. 8) 
[16 T. M. Rep. 12] and like cases. 

As I view the matter, plaintiff's use of the mark “Niagara 
Cream Paste” upon its silver polish, if pertinent at all, is not con- 





148 EIGHTEEN TRADE-MARK REPORTER 


trolling. Nor is the fact that silver plate and silver polish have 
different descriptive properties, and do not enter into competition 
decisive of the issue. That branch of the law to which has been 
given the name “unfair competition” has not developed along rigid 
or narrow lines. It affords relief wherever, by reason of an un- 
justifiable act, the goods of one party to the suit will probably be 
accepted by the purchasing public as the goods of another, for 
by such act the good-will of the latter is put, to the latter’s injury, 
at the mercy of the former. 

The goods capable of being so passed off are not limited to 
those that are identical or even to those that have the same descrip- 
tive properties. Many articles, quite dissimilar in their appear- 
ance, properties, and use, may nevertheless bear such relation to 
each other and be so associated in the mind of the public that con- 
fusion and deception touching their respective origins will follow 
as a natural consequence, if their dress or marks are similar. Akron- 
Overland Tire Co. v. Willys-Overland Co., 273 F. 674 (C. C. A. 
3) [11 T. M. Rep. 281]; Aunt Jemima Mills Co. v. Rigney & Co. 
(C. C. A. 2) 247 F. 407, L. R. A. 1918C, 1039 [8 T. M. Rep. 163]; 
Vogue Co. v. Thompson-Hudson Co., 300 F. 509 (C. C. A. 6) 
[15 T. M. Rep. 1]; Wall v. Rolls-Royce of America (C. C. A.) 
4 F. (2d) 333 [15 T. M. Rep. 239]; Rosenberg Bros. & Co. v. 
Elliott, 7 F. (2d) 962 (C. C. A. 3) [15 T. M. Rep. 479]. Silver 
polish bears such relation to silver and is so associated with it that 
substantial identity of marks would inevitably, I think, create in 


the minds of the ordinary purchasers of the polish an impression 
that the origin of the two articles is identical. 
Defendant’s use of “Heirlooms’ on silver polish must be 


enjoined. 





NEHI, INC. V. JAMES M. JOSEPH 


Neu1, Inc. v. James M. JosePu 
United States District Court, Northern District of Ohio 


December 20, 1927 


Trape-Marxks—Uwnrair Competirion—“NEHY’ AND “SHE-HI’ FOR BEvVER- 

AGES—CONFUSING RESEMBLANCE—INJUNCTION. 

Where, after plaintiff had popularized its beverage under the 
trade-mark “Nehi,” the use by defendant of the word “She-hi” as a 
trade-mark for a competing beverage held unfair competition, and 
a preliminary injunction was ordered. 

SamME—SAME—RULE IN Cases oF Easy SvuBstiruTIon. 

In cases where, like the one at issue, the nature of the goods and 
the manner of their sale makes substitution easy and feasible, a 
different rule is observed than in cases where, from the nature of the 
article, more careful attention is paid by purchasers. 


In equity. Oral ruling of court on motion for preliminary 
injunction. Granted. 


WesTENHAVER, J.: Upon the facts admitted here by the 
defendant, the plaintiff is entitled to this injunction. The admitted 
facts are that in 1925 and prior thereto the plaintiff was selling 
and marketing a soft drink which I presume the plaintiff insists 
was nothing except a high quality of distilled water flavored with 
fruit juices. The yellow which I hold in my hand is labeled 
“Imitation Orange.’ The dark one I hold in my hand is labeled 
“Imitation Grape.” Such was the business of the plaintiff. Plain- 
tiff had upon the admitted facts been engaged in that business 
elsewhere than in Youngstown and the State of Ohio prior to that 
date, and had popularized its drink under the trade-name “Nehi.” 
It has registered the mark ““Nehi” as applied to its product. 

In October, 1925, the plaintiff set up its business in Youngs- 
town, and as I understand the statement of counsel, in the follow- 
ing month it set up establishments in Ohio elsewhere than in 
Youngstown. These goods are sold at retail. They are sold at 


low price. They are sold over the counter to the casual purchaser, 
and it is fair to presume that whoever wants a drink wants it 
quick, hence he does not examine the package with a great deal of 
care and attention. In other words, it is the kind of article which 
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passes from hand to hand under the circumstances making sub- 
stitution and confusion most feasible and easy to accomplish. 

If one makes an automobile that looks like another manufac- 
turer’s automobile, he probably would not deceive anybody and 
there would be no confusion and no substitution. Those circum- 
stances are well recognized by the courts and in the cases. But 
when you make an article which is sold at retail, sold to a casual 
customer, bought by all kinds of people under all sorts of circum- 
stances, and in the transaction nobody is accustomed to exercise 
any particular degree of care, then the authorities recognize an 
entirely different rule. 

In this case the defendant was in business in Youngstown and 
had been for a number of years. He was selling goods of the same 
descriptive properties; that is to say, a soft drink with different 
varieties of fruit flavors. I think, from the statement of his coun- 
sel, he had been engaged in that business for as much as thirteen 
years prior to the transaction now complained of. In all that time 
it never occurred to him to name his product “She-hi.” In all 
that time it never occurred to him to put his product in a bottle 
of the same size and appearance of the plaintiff’s bottle. Under 
what name he did sell his product has not been disclosed by the 
arguments of counsel. The fact may appear in the affidavits, and 
if it were material I might stop and read the affidavits. But he 
was selling his product in a different shaped bottle and a smaller 
size bottle. That way of doing business was satisfactory to the 
defendant during a period of some thirteen years. Why did he 
change? Why did he change some six months or a year after the 
plaintiff entered the trade at Youngstown and set up its bottling 
establishment and was marketing and distributing its product to 
the trade under the name “Nehi?” Now, there can be but one 
answer to a state of facts such as I have disclosed. We have tried 


these cases a long time. Courts have been called upon to deal with 
these situations constantly. The judges are trained psychologists 
and are capable of putting two and two together and drawing the 
inference that four is the result. It is only when you have juries 
present that two and two don’t make four. What he did it for 
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was to put out a package that would enable the defendant to appro- 
priate some part of the good-will and trade of the plaintiff in 
“Nehi,” to get some benefit of the plaintiff's advertising efforts 
and expenditures to make a trade and a market for fruit juices of 
that color and in packages of that sort. Hence, here we have 
similarity in names, similarity in size, similarity in appearance. 
And the natural and inevitable result is to produce confusion in the 
trade and to result in the palming off by the ordinary retailer upon 
the purchasing public of one product for the other. I would say 
it would be the simplest trade transaction in the world to place 
those bottles upon the shelf side by side and hand them down 
indiscriminately to any purchaser that asked for “Nehi” or “She- 
hi” without getting a kick from the purchaser. 

The law does not favor monopolies. The law is, as counsel 
said, in favor of freedom of trade. At the same time the law 
opposes fraud, condemns it, and the law also recognizes that there 
is a property right in the trade and good-will which one may build 
up for his product. It protects against fraud and it protects 
property right in a good-will, the result of advertising and proven 
superiority of product, or any and all of the causes which enable 
a trader to establish a business and to win unto himself a cus- 
tomer. 

If counsel for defendant had not conceded the facts were 
true to the extent that I have found it necessary to summarize 
them, I should take the case under advisement and examine the 
affidavits. With the admissions of counsel, however, it would be 
a work of supererogation to go through the affidavits. In so far 
as the law is concerned, it is all familiar to me as a result of con- 
stant study and application of it in similar cases. 

The preliminary injunction will be granted as prayed, re- 
straining the defendant from the use of the name “She-hi’ and 
from the use of a bottle so similar in appearance as is the bottle 
now being used. Of course some general language may be added 
to it such as we do usually add, forbidding the use of any other 


name or bottle with any other appearance so similar as is designed 
and reasonably calculated to produce confusion in the trade. Bond 
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in the penalty of $3,000, with security conditions to pay costs and 
damages which may be sustained by anybody or awarded in the 
case in the event the injunction should later be dissolved, will be 
required. 


MarTIn v. ConsoLipaTeD Cone Co. 
(114 S. R. 37) 


Supreme Court of Alabama 
October 18, 1927 


Trape-Marxs—Unram Competrrion—DesicN not EntiTLep To Prorection 
as ‘Trape-Mark Wuen Usep sy OTHERs. 

Where design on ice cream cone was not peculiar to “Bluebird” 
brand of ice cream cones which defendant sold plaintiff's assignor 
right to manufacture, but design was used in common with other 
manufacturers of ice cream cones, it was not entitled to protection 
as part of trade-mark. 

Bill for injunction and specific performance. From a decree 


for complainant, respondent appeals. Reversed and rendered. 


Harsh § Harsh, of Birmingham, Ala., for appellant. 
Edward T. Rice, of Birmingham, Ala., for appellee. 


Brown, J.: This is a bill filed by the appellee on June 7, 
1920, to enjoin the appellant from using and operating within the 
State of Alabama “six-point irons on a four-point Stull automatic 
cone wafer baking machine,” and to enforce the specific perform- 
ance of a contract entered into between appellant and one Culver- 
house, involving the sale of a “six-point Stull automatic cone wafer 
baking machine,” the right to manufacture the “Bluebird brand of 
ice cream cones” theretofore manufactured by appellant, the good- 
will in respect thereto, and the grant of an exclusive license, with 
certain reservations to appellant, his heirs and assigns, to install 
and use a certain attachment for such machines designed by D. I 
Stull, on which said Stull had applied for letters patent, then 
pending. 
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The bill avers that the appellee had purchased and acquired 
all the property and rights of said Culverhouse, and at the time of 
filing the bill was engaged in the business of manufacturing ice 
cream cones on said machine so purchased from appellant, and 
had an established and extensive business in respect thereto. 

The case was submitted for final decree on the joint motion 
of the parties, on the averments of the sworn bill and answer, and 
proof of the exhibit showing the assignment by Culverhouse of his 
property and rights under the two grants to the complainant, the 
appellee here. On such submission the averments of the answer 
are to be taken as true, aside from the fact of such assignment by 
Culverhouse. Yet, if the answer admits the material averments of 
the bill and these averments make a case for equitable relief, the 
complainant would be entitled to relief. Lampley v. Weed & Co., 
27 Ala. 621; Winter v. City of Montgomery, 83 Ala. 589, 3 So. 235. 

The contract for the sale of the baking machine, the right to 
manufacture the “Bluebird” brand of ice cream cones, and the 
good-will thereof, was embodied in separate writing from that 
granting the license to use the Stull attachment, and the major 
controversy between the parties arises from their divergent inter- 
pretation of the following proviso in the contract granting the 
license to install and use said Stull patent attachment, the proviso 
being as follows: 


“Provided, however, that I specifically reserve to myself, and to my 
heirs and assigns, the right to continue the use and operation, within the 
State of Alabama, of the four-point Stull automatic cone wafer baking 
machine now installed in the plant of the Southern Baking Company in 
Birmingham, Ala., for the life of said machine.” 

It must be conceded that this reservation was for the benefit 
of Martin, the grantor; that it is a reservation in respect to the 
property or rights granted by the conveyance in which it is ex- 
pressed; that it is the grantor speaking; that it speaks in presenti 
and must be construed contra proferentem. Jacobs v. Roach, 161 
Ala. 201, 49 So. 576; Seay §& Hendrick v. McCormick, 68 Ala. 549; 
Zimmern’s Co. v. Granade, 212 Ala. 172, 102 So. 210; Ashley v. 
Cathcart, 159 Ala. 474, 49 So. 75; Frank v. Myers, 97 Ala. 487, 
11 So. 882; Morris v. Giddens, 101 Ala. 571, 14 So. 406; Brom- 
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berg v. Smee, 180 Ala. 601, 30 So. 483; 2 Parsons’ Contr. (5th Ed.) 
pp. 506, 507. 

The appellant, Martin, was the sole owner of the four-point 
baking machine, and, as an incident to its ownership, had the right 
to use it at his will so long as he did not violate the law or impinge 
the rights conveyed to Culverhouse. There is no contention that 
Culverhouse purchased or paid for any right, title, or interest in 
or to the four-point baking machine, or that Martin undertook or 
intended to convey any right, title, or interest therein to Culver- 
house. Although these facts are conceded by the appellee, its 
contention is that this proviso operates as a restriction on the 
appellant’s right to use his property, and limits him to the use of 
the four-point irons installed on the machine at the time these 
contracts were made with Culverhouse, although it appears from 
the sworn averments of the answer, undisputed by either aver- 
ments or proof, said four-point irons, at the time these conveyances 
were made, were so worn that they were unfit for use. Such inter- 
pretation of the proviso would convert what clearly appears to be 
a reservation of certain rights to the grantor, his heirs and assigns, 
into a restriction or limitation on the right of property in the four- 
point machine, contrary to the manifest purpose of the proviso. 

The sole purpose of this proviso, when construed in the light 
of the two contracts, or conveyances, and the subject-matter of 
these contracts, was to reserve to appellant, his heirs and assigns, 
the right to use on said four-point baking machine the Stull auto- 
matic attachment, the subject-matter of the license granted, and 
for which Stull’s application for letters patent was pending, for 
the period covered by the license, or during the life of said machine. 

It further appears from the averments of the sworn answer 
that the baking irons are not an integral part of the baking ma- 
chines, any more than the old style waffle iron is a part of the stove; 
that the baking machine has an identity separate and distinct from 
the baking irons; that the baking irons are perishable; and, when 
they become worn, that it is a common custom and usage of the 
trade to replace these perishable parts, which in no way affects 
the life of the baking machine as such. Therefore the mere fact 
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that Martin installed new irons with six containers on each iron 
was not a violation of the contract with Culverhouse, and in no way 
impinged complainant’s rights. The type and design of the ma- 
chine clearly indicate that its designer contemplated that these 
perishable parts should be replaced from time to time as necessity 
required. Wilson v. Simpson, 50 U. S. (9 Howe) 109, 13 L. Ed. 
66; Morgan Envelope Co. v. Albany Perforated Wrapper Paper 
Co., 152 U. S. 425, 14 S. Ct. 627, 88 L. Ed. 504. 

The equity of the bill must therefore be rested, if at all, upon 
the assertion that Martin, in equipping his machine with new bak- 
ing irons, used irons that bake or manufacture ice cream cones 
impressed with the “small diamond-shaped” or “cocklebur design” 
used by the appellee in manufacturing the “Bluebird brand” of 
ice cream cones. Appellee’s contention is that the design impressed 
on the “Bluebird brand” was as much a part of the good-will as 
the brand, for which Martin had received full compensation in the 
sale to Culverhouse, and that the use of this design by Martin 
constituted unfair competition and infringement of appellee’s con- 
tract rights. Kyle v. Perfection Mattress Co., 127 Ala. 39, 28 So. 
545, 50 L. R. A. 628, 85 Am. St. Rep. 78; Myers v. Buggy Co., 
54 Mich. 215, 19 N. W. 961, 20 N. W. 545, 52 Am. Rep. 811; 
Yellow Cab Co. of New Orleans v. Jones, 156 La. 887, 101 So. 216 
[14 T. M. Rep. 484]. 

However, it appears from the uncontroverted averments of 
the answer to the bill that the design was not peculiar to the “Blue- 
bird brand” of ice cream cones, that the two designs known as the 


“cocklebur cone” and “rib cone’” were used in common by the 


manufacturers of ice cream cones, and “are common property of 
the ice cream trade, and no one has any exclusive right to the use 
of the same.’ Taking these averments as true, it cannot be said 
that the “cocklebur design” is a sign, symbol, or device for the 
purpose of indicating that the goods upon which the design appears 
were made or sold by a particular person, a fact essential to its 
protection as a part of the trade-mark. Kyle v. Perfection Mat- 
tress Co., supra; Lawrence Mfg. Co. v. Tennessee Mfg. Co., 188 
U. S. 587, 11 S. Ct. 896, 34 L. Ed. 997. 
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For the reason above stated, we are not of opinion that the 
act of the appellant in equipping his baking machine with new six- 
point irons with the similar design or impression to that used by 
the appellee was a violation of the contract or an infringement of 
the appellee’s trade-mark. 

The decree of the circuit court is therefore reversed, and one 
will be here rendered dismissing the bill. 

Reversed and rendered. 

Anperson, C. J., and Somervitte and Tuomas, JJ., concur. 


Liserty Lire Assur. Soc. v. Heratps or Liserty oF DELAWARE, 


INC., ET AL. 
(138 Atl. Rep. 634) 


Court of Chancery of Delaware 


July 20, 1927 


Trape-Marxs anp Trape-Names—Unrair Competit1on—CorporaTe NamE— 

Deceptive Use. 

General right, conferred by General Corporation Law, § 5, par. 1, 
to choose any corporate name not otherwise appropriated by domestic 
corporation, is subject to equitable considerations of justice and fair 
dealing, and court of equity should protect party aggrieved by choice 
of name for manifest purpose of pirating its good-will and trade- 
name. 

Same—SamE—SamME. 

That right to use corporate name emanates from state’s sovereign- 
ty, as under General Corporation Law, § 5, par. 1, cannot legalize a 
wrong, such as pirating of another corporation’s good-will and trade- 
name by choice of name. 

Same—Same—Same—Ricut or Frarernat Society to Irs NAME. 

A fraternal society is as much entitled to be protected in its 
trade-name as an ordinary trading mercantile, or manufacturing con- 
cern. 

Same—Same—Same—“HeEratps oF Lisperty or Detaware, Inc., ann “HeEr- 

ALDs OF LIBERTY.” 

Domestic fraternal benefit company, choosing name, “Heralds of 
Liberty of Delaware, Inc.,” in imitation of name “Heralds of Liberty,” 
by which like foreign company was familiarly known, copying latter’s 
charter almost literally, organizing grand lodge with same name in 
same city, and circulating list of claims paid by latter company and 
unfair and untrue statements concerning it, held to have chosen name 
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for unlawful purpose of unfairly competing with, and wrongfully 
profiting at expense of, such foreign corporation, so as to authorize 
preliminary injunction. 


In equity. Action to restrain unfair competition in use of 


corporate name. Preliminary injunction granted. 


Rule for preliminary injunction. The complainant is a corporation 
of the State of Alabama and the defendant is a corporation of Delaware. 
The complainant is licensed to do business in Delaware. 

The complainant was incorporated pursuant to the general corporation 
laws of Alabama under the name “Heralds of Liberty.” Its incorpora- 
tion under that name was confirmed by Act of the General Assembly of 
Alabama approved February 12, 1901 (Acts 1900-01, p. 990). On October 
5, 1925, in pursuance of an Act of Assembly of Alabama approved April 
24, 1911 (Acts 1911, p. 700), after appropriate proceedings to that end, 
it changed its corporate name from “Heralds of Liberty” to the present 
one of Liberty Life Assurance Society. 

The complainant began its business as a fraternal beneficial associa- 
tion at Huntsville, Ala., and in 1903 established executive offices in Phila- 
delphia, Pa., at which place its continues to function and conduct its 
said business. At the present time the complainant is licensed to conduct 
and does conduct its business in the states of Alabama, Mississippi, Texas, 
Oklahoma, Arkansas, Georgia, Arizona, New Mexico, Delaware, New Jer- 
sey and Pennsylvania. As of December 31, 1926, it had a beneficiary mem- 
bership of 25,352 persons located in every state of the Union except New 
Hampshire, Vermont, Nevada, Idaho and Utah. Its total insurance then 
outstanding was $26,256,000, from which a premium income was derived 
in that year of $833,359.43 and a total income was received from all sources 
of $870,856.93. As of the same date its total assets aggregated $486,475.52 
and its total liabilities, including reserves of $160,580.11, aggregated 
$192,120.11. On March 31, 1927, its total outstanding insurance in force 
had increased to $28,000,000. 

The complainant functions through a system of lodges, among which 
are numerous grand lodges owing allegiance to, and subject to supervi- 
sion and control by, the complainant as the supreme lodge. One of these 
grand lodges is called the McKinley Grand Lodge, located in Philadelphia. 
It solicits its members by an organized body of state and local deputies, 
who organize local grand lodges, install the officers thereof and qualify 
the candidates for membership therein. Local collectors are also em- 
ployed in connection with the grand lodges to collect the periodical dues 
from the members and remit the same to the complainant. The total 
number of soliciting deputies and collectors exceeds 300. 

Though the corporate name of the complainant has been changed, it 
nevertheless is still known to and by its members as well as the public 
generally as “Heralds of Liberty”; it daily receives many letters ad- 
dressed to it and checks payable to it in that name; has more than 2,000 
beneficial certificates outstanding in that name; it maintains the name 
“Heralds of Liberty” in the telephone directory and in the city directory 
in Philadelphia where its executive offices are located; title to the Heralds 
of Liberty Building in Philadelphia remains in that name, as well as title 
to certain other property held by it in Sharon, Pa. The complainant 
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still issues certificates of beneficial membership in the name of Heralds 
of Liberty. 

For several years prior to December 9, 1911, the defendant Barrick 
was employed by the complainant as supreme deputy. As such officer 
he was in charge of all state and local deputies and it was his duty to 
visit such deputies and confer with, advise and instruct them in the per- 
formance of their work. On December 9, 1911, Barrick was elected to the 
office of supreme recorder of the complainant, which office he held until 
October 3, 1921, when, because of certain things which need not be detailed, 
he was excluded from said office. Barrick, in the performance of his 
duties as supreme deputy and afterwards as supreme recorder, became 
intimately acquainted with the names and addresses of the state and local 
deputies and collectors of the complainant, and had possession of its 
membership records and mailing lists, which he is charged with still 
retaining and using to the damage of the complainant. 

On January 17, 1927, the defendant Barrick caused the defendant 
corporation to be organized under the General Corporation Law of this 
State. Not only is the original name of the complainant made the promi- 
nent feature in the corporate title of the defendant corporation, but the 
plan of organization of the complainant is likewise taken over by it. The 
certificate of incorporation of the defendant company inter alia is as 
follows: 

“* * * The principal object of this corporation shall be: to unite in 
bonds of fraternity and benevolence, all acceptable persons of good moral 
character and sound bodily health, who believe in the existence of a 
Supreme Being; to educate and improve its members morally, socially 
and intellectually and to furnish protection and benefits to such of its 
members as may be entitled thereto, under the laws, rules and regula- 
tions of the order, for themselves, their wives, husbands, affianced wife 
or affianced husband, child or children, father, mother, sister, brother or 
other relatives or dependents, as the member may direct; and to protect 
and benefit its members in the event of loss by death, accident, sickness 
or other disability, old age or other causes, and to allow surrender values 
of its contracts or certificates to its members surrendering the same, and 
also to accumulate, maintain, apply or disburse among its members a 
reserve emergency or other fund, as may be provided by its laws, rules 
and regulations. 

“Said corporation shall have a supreme body, to be known as the 
supreme lodge, or by some other name of the order, particularly designed 
by its rules and regulations. Said supreme body shall have the power to 
collect from its members and from the members of subordinate bodies 
or lodges, moneys for the purpose of creating and maintaining a fund to 
be disbursed for the purpose herein set forth, the expenses incident to 
the business of the organization, and for the purpose set forth in its laws, 
rules and regulations. 

“The business and prudential concerns of the corporation shall be 
managed and its property controlled by the following officers, under such 
laws, rules and regulations as may hereafter be legally adopted, viz.: 
A past supreme commander, a supreme commander, a supreme master, 
a supreme recorder, a supreme treasurer, a supreme medical director, a 
supreme chaplain, a supreme guide, a supreme warden and a supreme 
sentinel. 

“The said laws, rules and regulations shall be first approved by a 
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board to be known as the supreme council, which shall be composed of 
not less than three and not more than nine members, and said officers 
shall be elected as herein provided. The officers, except the supreme 
recorder, supreme treasurer and supreme medical director, shall be elected 
by a viva voce vote of all delegates present at a meeting of said member- 
ship. The directors hereinafter named shall constitute the supreme council 
and by the supreme council the following officers shall be elected, viz.: 
Supreme recorder, supreme treasurer and supreme medical director.” 

This is almost an exact replica of the language describing the objects 
and purposes of the complainant as disclosed by its own act of incor- 
poration. 

Having organized the defendant corporation, Barrick became its 
supreme recorder. He caused to be printed three letters or alleged ex- 
tracts from letters, in one of which the complainant was stated to have 
had its license to do business in Pennsylvania revoked, in another that the 
complainant was not permitted to do business in New Jersey and in a 
third certain things of a derogatory character were stated or strongly 
insinuated which if believed would greatly prejudice the complainant in 
the estimation of any persons reading the same. 

The complainant did suffer a revocation of its Pennsylvania license 
on January 17, 1927, but the same was restored on March 9, 1927. Yet 
the defendant continued after said last mentioned date to circulate the 
letter stating the revocation of the Pennsylvania license. It was not true, 
as stated in one of the letters, that the complainant was not permitted to 
do business in New Jersey. As to the contents of the third letter, the 
complainant denies as false and libelous the derogatory statements and 
innuendoes contained therein. 

Having procured the printing of said letter, the defendant is charged 
by the complainant with having transmitted printed copies thereof through 
the mails to the complaint’s members and to its state and local deputies 
and collectors together with literature of the defendant advertising its 
own merits and soliciting membership therein. The defendant, Barrick, 
admits that he mailed printed copies of the letters to the extent at least 
of furnishing in good faith the information contained therein to anyone 
having a legitimate interest in the matters therein referred to. 

The defendant company represents in its printed literature that it 
has organized a grand lodge in the city of Philadelphia known as the 
McKinley Grand Lodge, a duplication of the name of the complainant’s 
grand lodge in that city. 

The complainant charges that by use of the name of Heralds of 
Liberty, the name of the McKinley Grand Lodge and the circulation of 
the letters and literature aforesaid the defendant company not only seeks 
to appropriate to itself the business advantage of the name Heralds of 
Liberty which by reason of the complaint’s efforts and expenditures has 
acquired a distinct value in the field of fraternal insurance, but as well 
by means of a campaign of defamation to cause the complainant’s mem- 
bers, etc., to abandon all connection with it and to prevent new members 
from affiliating with it. 

The complainant further charges and the defendants admit that the 
defendants have copied from the complainant’s official publication a list 
of death claims and joint life claims paid aggregating $21,000, which list 
the defendants have printed and are circulating among the complainant's 
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members and falsely representing that the corporation defendant has paid 
them. 

The corporate defendant admits circulating such a list of claims 
paid but denies representing that it was the paying insurer. It asserts 
that the list was published and circulated only as a means of demonstrat- 
ing how the plan under which the defendant operates, works out in prac- 
tice, without reference to the experience of any particular society as 
having been the payer of the claims listed. ‘The names of the claimants 
and their addresses were, however, given. The plan under which said 
claims matured was described at the head of the list as “copyrighted and 
owned exclusively by the Heralds of Liberty of Delaware.” The cor- 
porate defendant contends that it is the copyrighted owner of said plan 
and that the complainant has no right in law to use the same. 

The cause came on to be heard upon a rule for a preliminary injunc- 
tion restraining the defendants, etc., from circulating printed copies of 
the alleged defamatory letters above referred to, from soliciting the 
members of the complainant to become members of the defendant cor- 


poration, and from using the corporate title “Heralds of Liberty of 
Delaware, Inc.” 


James I. Boyce, of Wilmington, Dela., and George J. Edwards, 
Jr., of Philadelphia, Pa., for complainant. 
George W. Lilly, of Wilmington, Dela., for defendants. 


The CHaNnceLtor: In passing upon the motion for a pre- 
liminary injunction, I shall dismiss from consideration all sugges- 
tions of a right on the part of the defendant corporation based 
on the alleged ownership by it of a copyright of the so-called plan 
under which the two corporations here involved operate. The 
complainant contends that the so-called plan is not lawfully the 
subject of copyright. The defendants insist that it is. Let the 
controversy upon the question of law involved upon that point 
be as it may, it yet does not appear clearly from the affidavits 
exactly what the nature and extent of the defendant corporation’s 
copyright is. There is some sort of copyright which the defendants 
control, but the affidavits fail to disclose its character. 

Nor need we concern ourselves with the law dealing with the 
rivalry of two corporations to use two corporate titles which are 
identical or so similar as not to be distinguishable, for the present 
corporate designations of the two corporations here involved are 
entirely dissimilar, the one being Liberty Life Assurance Society 
and the other The Heralds of Liberty of Delaware, Inc. 

The real question which the motion presents is whether the 
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defendant corporation is entitled to reap advantage from the name 
Heralds of Liberty at the expense of the complainant which first 
used that name as its corporate designation and which, it is claimed, 
by the expenditure of its effort and money gave to the name a dis- 
tinct value in the field of its circulation, a value which the complain- 
ant under its new name never intended to relinquish and which it 
still seeks to realize upon by continued use of the name. 

Paragraph 1 of Section 5 of the General Corporation Law of 
this state (Rev. Code 1915, § 1919), under which the defendant 
corporation was created, provides that the name of the corporation 
proposed to be created “‘shall be such as to distinguish it from any 
other corporation engaged in the same business, or promoting or 
carrying on the same objects or purposes in this state.” 

The defendants contend that by virtue of this provision of 
the law, it is permissible for any proposed corporation to select 
any name it may choose not otherwise appropriated by a Delaware 
corporation and that no one may successfully challenge in the courts 
of this jurisdiction the choice thus made by the incorporators. 
While this is generally true, yet the general right thus conferred 
by the law to choose a corporate name ad libitum must be held to 
be subject to those considerations of justice and fair dealing which 
it is the special province of equity to promote and protect. If by 
the choice of a name for a corporation it is the manifest purpose 
of its incorporators to pirate the good-will and trade-name of 
another, a court of equity ought when appealed to afford its pro- 
tection to the aggrieved party. 

The fact that the right to use the corporate name emanates 
from the state’s sovereignty, cannot have the effect of legalizing 
a wrong. The defendant corporation was created under general 
law and in that respect is similar to the corporation which was 
involved in the case of Peck Brothers Co. v. Peck Bros. Co., 118 
F. 291, 62 L. R. A. 81. In that case the Court of Appeals, in 
replying to the contention that it is not competent for a foreign 
corporation to attack the right of a domestic corporation to use 
a corporate name because of the sovereign nature of the source from 
which the right springs, used the following language: 
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“In a certain limited sense the sovereignty of the state had conferred 
the name. There is, however, in the term ‘sovereignty,’ no magic to con- 
jure by. It can confer upon individuals no right to perpetrate wrong. 
Nor do we think that the sovereignty of the State of Illinois sought to 
do that. It has a general law of incorporation, by which any body of 
men combining for the purpose of business may incorporate under any 
name they may select. The name is not imposed by the law, but is 
chosen by the incorporators. With that selection the sovereignty of the 
state has nothing to do. The act of sovereignty allowing incorporation 
is permissive, not mandatory. It sanctions the act of incorporation under 
the name and for the business proposed, if that name and that business 
be otherwise lawful. The sovereign by the act of incorporation adjudges 
neither the legality of the business proposed, nor of the name assumed. 
That is matter for judicial determination by a court having jurisdiction 
of the subject when the legality of the business or of the name is called 
in question. If one may not use the name imposed upon him in invitum 
so that it shall work wrong to another, by what token may he become 
incorporated under a name selected by himself to affect like wrong? And 
how is the sovereignty of a great state impugned by the denial to incor- 
porators of a right to perpetrate such a wrong? Is it possible that a 
sovereignty of a state can be thus involved to perpetrate a fraud? If it 
may be, then indeed will that sovereignty stand for oppression, and not 
for justice.” 


These views so cogently expressed I accept for my guidance 
here. See also the language of Judge Bradford of the United 
States District Court, for the District of Delaware, in Philadel- 
phia Trust, etc., Co. v. Philadelphia Trust Co. (C. C.) 128 F. 534, 
540. 

The question therefore is whether the use of the name Heralds 
of Liberty by one of the defendants constitutes an unfair encroach- 
ment upon the complainant’s business. That a fraternal society 
is as much entitled to be protected in its “trade-name” as is an 
ordinary trading, mercantile or manufacturing concern cannot be 
questioned. Courts have afforded relief to the one as readily though 
naturally not so frequently as to the other. Modern Woodmen of 
America v. Hatfield, et al. (D. C.) 199 F. 270 [2 T. M. Rep. 512]; 
Knights of Maccabees of the World v. Searle, et al., 75 Neb. 285, 
106 N. W. 448; Internat’l Com. of Y. W. C. A. v. Y. W.C. A. of 
Chicago, 190 Ill. 194, 62 N. E. 551, 56 L. R. A. 888; Daughters of 
Isabella No. 1 v. National Order of D. A., 88 Conn. 679. 78 A. 333, 
Ann Cas. 1912A, 822. 

In Phila. Trust, etc., Co. v. Phila. Trust Co., supra, Judge 
Bradford had before him a case which, though the business of the 
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complainant was different in character from that of the complainant 
here, called for expressions of opinion which are equally applicable 
here. In that case the complainant was a Pennsylvania corpora- 
tion, was originally incorporated under the name of “The Phila- 
delphia Trust, Safe Deposit and Insurance Company of the City 
of Philadelphia.” Its name was later changed to “The Philadel- 
phia Trust, Safe Deposit and Insurance Company.” The com- 
plainant was generally known and commonly called, however, “The 
Philadelphia Trust Company” or “Philadelphia Trust Company.” 
It received mail in that name and checks were drawn to it in that 
name. The defendant in the case became incorporated in Dela- 
ware under the name “Philadelphia Trust Company.” Its articles 
of incorporation were similar as to objects and powers to those 
of the complainant. Inasmuch as the use by the defendant of the 
name selected by it, the name by which the complainant was 
known, would be calculated to produce confusion in the business 
of the two corporations, mislead the public as to the identity of 
the corporation intended to be dealt with and also produce unfair 
competition in business, a preliminary injunction was issued against 
the use of its corporate name by the defendant. Among other 
things of applicable relevancy here, Judge Bradford used this lan- 
guage: 


“While a corporation generally, if not invariably, is confined to the 
use of its corporate name in judicial proceedings and its transactions of 
business, it may by usage be generally and commonly called to the public 
by a different name.” 


Turning to the facts of the instant case, it appears clear be- 
yond doubt that the complainant has for a long time been known 
as “The Heralds of Liberty.” For 24 years that was its exact 
corporate name. Since 1925, when its old name was changed to 
the present one, it has nevertheless been generally known as the 
Heralds of Liberty, has many certificates outstanding in that name, 
still issues certificates in that name, houses its Philadelphia execu- 
tive offices in a building bearing that name, lists itself in the tele- 
phone and city directories in that name, receives checks to its order 
in that name and much correspondence is addressed to it in that 
name. 
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The defendant company was organized to engage in the same 
business as the complainant is engaged in. It has imitated the 
name by which the complainant is familiarly known. It has gone 
further. It has copied for its charter the charter of the complain- 
ant almost in hec litera and faithfully borrowed from the com- 
plainant its scheme of organization and its classes of officers and 
the exact nomenclature descriptive of each. It has furthermore 
entered the city of Philadelphia and organized a grand lodge to 
which it has given the same identical name as is possessed by the 
complainant’s McKinley Grand Lodge located in that city. While 
generally speaking the circulation of the list of paid claims referred 
to in the statement of facts for the purpose of illustrating how the 
plan works out under which death and joint claims are matured, 
cannot be objectionable if done in such way as not to mislead the 
public into thinking that such claims were paid under the defendant 
corporation’s management rather than by the complainant (Hazel- 
ton Boiler Co. v. Tripod Boiler Co., 142 Ill. 494, 30 N. E. 339), 
yet if such list contains names and addresses of the complainant’s 
members who received payment of the claims, it is apparent that 
harm may be done to the complainant’s business thereby; for an 
inquiry addressed to such claimants might and doubtless would 
elicit the response, “Yes, the Heralds of Liberty paid the claim 
as asserted.” Thus the defendant corporation might very easily 
appropriate to itself the good-will which belonged to the com- 
plainant by reason of the favorable showing of results in the matter 
of claims and their payment by the complainant. In conjunction 
with such activities as the foregoing, which in themselves are 
sufficient to convince me that the defendant corporation was or- 
ganized for the purpose of parasitically attaching itself to the 
good-will which inheres in the complainant’s alias, the Heralds of 


Liberty, the defendant company through its officers appears to 
have been actively engaged at the same time in an attempt to detach 
the complainant from what advantage it may enjoy from the name 
Heralds of Liberty by circulating unfair, and in some respects 
untrue, statements and innuendoes, which in the degree of their 
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circulation approach, if they do not amount to. systematic propa- 
ganda. 

The choice of its name by the incorporators of the defendant 
company appears to have been for the unlawful purpose of un- 
fairly competing with the complainant in its business, and of 
wrongly profiting at its expense. 

On the present showing a preliminary injunction will issue 
as prayed, except that the clause designed to prohibit the solicita- 
tion of complainant’s members to become members of the defendant 
corporation will be so phrased as to leave the defendant upon 
change of name and without any of the other unfair methods here- 
inbefore mentioned, free to seek to do business with all persons 
it may choose regardless of their membership in the complaining 
society. 


Let an order be prepared accordingly. 


Postum CrerREAL Company, Inc. v. Farmers Mitt & ELevator 


ASsoOcIATION 
Court of Appeals of the District of Columbia 
March 6, 1928 


Appeal from the Commissioner of Patents in an opposition 
proceeding. Reversed. For decision below, see 16 T. M. Rep. 607. 


E. 8. Rogers, of Chicago, Ill., for appellant. 


C. A. O’Brien and B. F. Garvey, both of Washington, D. C., 
for appellee. 


Before Martin, Chief Justice, Van Orspe., Associate Justice, 
and Situ, Judge of the United States Court of Customs Appeals. 


Van Orsvet, J.: Appellant, Postum Cereal Company, the 
owner of the registered trade-mark “Grape-Nuts,” used as a name 
for cereal breakfast food, filed an opposition to the registration 
by appellee, Farmers Mill & Elevator Association, of the words 
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‘“Wheat-Nut” as a name for cereal breakfast foods. From the 
decision of the Commissioner dismissing the opposition, this appeal 
is taken. 

It appears that since 1897 appellant company and its prede- 
cessor have been manufacturing and putting on the market the 
breakfast food made of wheat and barley under the trade-mark 
name of “Grape-Nuts.” An enormous business has been built up 
by this company; and it is claimed that it will be damaged by the 
registration of the word “Wheat-Nut” because of the similarity of 
the marks. 

In considering the matter of confusing similarity, we think it 
important to examine into the character of the goods on which the 
marks are used. The goods are both largely wheat products. The 
users of grape-nuts are familiar with the fact that the cereal sold 
under that name is chiefly produced from wheat; hence the adop- 
tion of the word “wheat” as part of appellee’s mark is merely the 
name of the product on which the marks are used. 

This we deem important in determining whether or not the 
marks are so similar as to lead to confusion. The purchasing pub- 
lic seeking a wheat cereal might easily be misled by the similarity 
of the marks, applied to the same product. 

This case can be distinguished from the case of Postum Cereal 
Company v. California Fig Nuts Company, 54 App. D. C. 285, 
297 Fed. 544 [14 T. M. Rep. 231]; where it was held by the Com- 
missioner that the marks “Fig-Nuts” and “Grape-Nuts” were not 
confusingly similar. This court refused to entertain an appeal in 
that case, on the ground that the Trade-Mark Act of 1920 does 
not provide for appeals from the decision of the Commissioner. 
While we are not called upon now to review the Commissioner's 
decision, it will be noted that the goods on which the marks in that 
case were used were dissimilar. ‘“‘Fig-Nuts” is composed of figs 
and nuts. Besides the marks are much more dissimilar than in 
the present case. 

We think that the present case is in line with the decision of 
the Commissioner of Patents in Postum Cereal Company v. Hillis, 
opposition No. 2098, where the question involved was the similarity 
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of the marks “Grape-Nuts” and “Bran-Nuts.” There, as here, 
the marks were applied to goods composed largely of a wheat 
product, and the user of one might readily be confused by the other. 

This case is not without difficulty, but applying the rule we 
have many times announced, that “where there is a doubt 
the courts resolve it against the newcomer.” (Aunt Jemima 
Mills Company v. Blair Milling Company, 50 App. D. C. 281 
(11 T. M. Rep. 104]), we think the opposition should be sus- 
tained. 


The decision of the Commissioner is reversed. 


Satant & Sarant, Inc. v. FetpMan & WEINMAN 


Court of Appeals of the District of Columbia 


February 6, 1928 


PrapE-Marxs—‘UncieE SAm” anp “SAMMY” FoR SHIRTS—CANCELLATION— 

Dancer or Conrusion—REVERSAL. 

Where appellant had for many years been advertising and putting 
out work shirts under the registered trade-mark “Uncle Sam,” the 
use by appellee of the word “Sammy” for like goods held calculated 
to cause confusion among purchasers, many of whom were unobservant; 
and the Commissioner’s decision dismissing the petition for cancella- 
tion was reversed. 

Appeal from the Commissioner of Patents in a cancellation 


proceeding. Reversed. For decision below, see 16 T. M. Rep. 537. 


G. M. Dowe, of New York City, for appellant. 
E. I. Feldman, of Baltimore, Md., for appellee. 


Before Martin, Chief Justice, Van Orspe., Associate Justice, 
and Smitu, Judge of the United States Court of Customs Appeals. 


Martin, C. J.: This is an appeal from a decision of the Com- 
missioner of Patents overruling a petition for the cancellation of 
a trade-mark registration. 

It appears that about January 1, 1900, Salant & Salant, appel- 
lant’s predecessors, adopted and used a trade-mark consisting of 
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a conventional figure of “Uncle Sam” followed by the words “Uncle 
Sam,” for use upon work shirts and negligee shirts; and that 
appellant and its predecessor have continuously used the mark 
ever since. On January 7, 1911, they caused the trade-mark as 
applied to such shirts to be duly registered in the Patent Office. 

On January 7, 1922, Feldman & Weinman, appellees herein, 
filed an application for the registration of the word “Sammy,” as 
a trade-mark for work shirts, alleging use of the mark since Decem- 
ber, 1921. On September 19, 1922, the trade-mark was regis- 
tered upon their application. 

The appellant has filed a petition for the cancellation of this 
registration. The petition was sustained by the Examiner of 
Interferences, but his decision was reversed by the Commissioner 
of Patents. 

It is not disputed that the goods to which the respective marks 
are applied are identical, the only question in the case being 
whether the trade-marks are deceptively or confusingly similar. 
Testimony has been taken by both parties upon that issue. 

It appears that the trade-mark of Salant & Salant, Inc.. has 
been applied to work shirts since 1899 and such shirts have had 
a wide sale in practically every state of the United States and in 
foreign countries; they were used extensively during the war by 
the Government for our troops in the war zone; that the sale of 
the shirts has increased from about 4,000 dozen per month up 
to 40,000 to 50,000 dozen per month at the present time; and that 
the work shirt and the trade-mark have been extensively adver- 
tised at considerable expense. 

The work shirts in question are sold largely to unlettered per- 
sons, and the possibility of confusion is greater than when the 
purchasers are more observant. Moreover, it is likely that some 
time will intervene between sales made to the same purchaser, with 
the result that the purchaser’s recollection of the exact mark may 
not be distinct. The names “Uncle Sam” and “Sammy” bear a 
certain resemblance to each other, and it is not unlikely that cus- 
tomers may mistake the one mark for the other when applied to 
exactly the same kind of articles. It may be assumed that when 
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Feldman & Weinman adopted the word “Sammy” as their mark 
for work shirts, they were well informed of the good-will which 
Salant & Salant, Inc., had secured for their goods under the mark 
“Uncle Sam,’ and the suspicion is unavoidable that they were 
seeking to benefit from it by means of the resemblance between 
the two marks. 

The Examiner of Interferences, when deciding the case for 
the appellant, said, ‘““The determination of this case has not been 
without difficulty, but where there is a reasonable doubt whether 
confusion between the marks of the respective parties is likely to 
oceur, it is a well-established rule that such doubt should be re- 
solved in favor of the prior user.” The Commissioner of Patents, 
when reversing the decision of the Examiner, said, “While as stated 
by the Examiner of Interferences, the determination of this case 
is not without difficulty and while the rule of resolving reasonable 
doubt against the newcomer should be allowed, yet I am unable 
to reach the conclusion that there is probable confusion of goods 
or of origin if the two marks are used by their respective owners 
in the same market.” 

We think that the doubt expressed by the Examiner, and in 
a measure recognized by the Commissioner, leads to the conclu- 
sion that the second mark is not entitled to registration, and that 
the appellant’s petition for its cancellation should be granted. 

In Wm. Waltke § Co. v. Geo. H. Shafer & Co., 49 App. D. C. 
254 [10 T. M. Rep. 246], this court held that the trade-mark 
“U-Lavo” was confusingly similar to “Lava,” as applied to soap. 
In the court’s opinion it is said: 


“The reason for this is as has been said by this court more than once, 
that the field from which a person may select a trade-mark is practically 
unlimited and hence there is no excuse for his impinging upon or even 
closely approaching a mark of his business rival. * * * Where he does 
so he is open to the suspicion that the purpose is to appropriate to 
himself some of the good-will of his competitors.” 


In Guggenheim v. Cantrell & Cochrane, Ltd. [16 T. M. Rep. 
81], it was held that the trade-marks “G & G” and “C & C,” as 
applied to ginger ale, were confusingly similar. The court said: 


“In this court, it has been repeatedly declared that there is neither 
legal nor moral excuse for even an approximate simulation of a well- 
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known mark applied to goods of the same descriptive properties, and 
that, when an attempt to effect such simulation becomes apparent, the 
two marks should not be examined with a microscope to detect minute 
differences, but, on the contrary, should be viewed as a whole, as the 
general public would view them; in other words, that the points of simi- 
larity are of greater importance than the points of difference.” 


We are of the opinion, accordingly, that the decision of the 
Commissioner of Patents reversing the decision of the Examiner 


of Interferences is erroneous; it is therefore reversed and the 
cause is remanded. 


Sexton MaNnuFactTurING Co. & ScHNEIDER V. CHESTERFIELD SHIRT 
CoMPANY 


Court of Appeals of the District of Columbia 
February 6, 1928 


Trape-Marxs—“CHESTERFIELD” FOR INTERFERENCE—ASSIGNMENT OF Mark 
Wirnovut AccompanyIne Business [NvALID—APPELLEE’S Priority 
UPHELD. 

In an interference brought to determine the right to the use of 
the word “Chesterfield,” where it was shown that, although the party 
Schneider, its first user, sold the mark to the Sexton Company, he did 
so after abandoning its use and without accompanying business, held 
that such sale did not convey title, and that the Chesterfield Company 
had priority. 


Appeal from the Commissioner of Patents in a trade-mark 
interference. Affirmed. For decision below, see 16 T. M. Rep. 538. 


S. G. Tate, of Washington, D. C., and T. H. Creighton, of 
Fairfield, Ill., for appellant. 
H. G. Hunt, of Washington, D. C., for appellee. 


Before Martin, Chief Justice, and Ross and Van Orspe., 
Associate Justices. 


Ross, A. J.: Appeal from concurrent decisions of the Patent 
Office tribunals in a trade-mark interference proceeding refusing 
registration to the Sexton Manufacturing Company of the word 
“Chesterfield,” on the ground of prior adoption and use by the 
appellee of the same mark on the same class of goods. 
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Upon the declaration of the interference between the Sexton 
Company and the Chesterfield Company, the Patent Office dis- 
covered that the same word had been registered to Schneider, the 
filing date of whose application was prior to the earliest date 
claimed by either the Sexton or the Chesterfield companies. On 
the record, therefore, neither of these companies was entitled to 
registration. ‘Thereupon, both companies filed evidence tending to 
establish abandonment by Schneider of the mark. It is in evidence 
that Schneider attempted to sell his mark to the Chesterfield Com- 
pany for one thousand dollars, and that, his offer being refused, 
he sold it to the Sexton Company. 

Patent Office tribunals after a review of the evidence have 
found that Schneider had made no trade-mark use of the word 
“Chesterfield”; and that the attempted sale of the mark, unaccom- 
panied by any business, conferred no rights upon the Sexton Com- 
pany. We concur in this ruling. Rice-Stix Dry Goods Co. v. The 
Schwarzenbach, Huber Co., 47 App. D. C. 249 [8 T. M. Rep. 111]. 

It clearly appears, as found by the Patent Office, that, as 


between the Chesterfield Company and the Sexton Company, the 
Chesterfield Company was the first to adopt and use this mark. 
The decision is affirmed. 


Lever Brotuers Company v. ARMouR AND CoMPANY 
Court of Appeals of the District of Columbia 


February 6, 1928 


Trape-Marks—“SuPeRCcREAM” FOR SHAVING SoaP aND “SUPERCREAMED” FOR 

Soap—Vaxinity—--DaNnGer or ConFusION—AFFIRMAL. 

The words “Supercream” and “Supercreamed” as_ trade-marks 
for soaps, held not to be descriptive. Where, however, appellant 
sought to register the latter as a trade-mark for soap, appellee’s 
opposition on the ground of its prior use of the word “Supercream” 
on shaving soap was sustained. 


Appeal from the Commissioner of Patents in an opposition 
case. Affirmed. For opinion below, see 17 T. M. Rep. 584. 
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Archibald Cox, of New York City, and W. G. Henderson, of 
Washington, D. C., for appellant. 
G. P. Fisher, of Chicago, Il., for appellee. 


Before Martin, Chief Justice, and Ropr and Van OrspeEt, 
Associate Justices. 


Martin, C. J.: This appeal is from a decision of the Com- 
missioner of Patents sustaining an opposition to the registration 
of a trade-mark. 

The Lever Brothers Company sought to register the name 
“Supercreamed,” as a trade-mark for soap, no particular kind or 
variety of soap being specified. It was stipulated into the record 
that applicant “had continuously used the mark of the application 
upon and in connection with the goods mentioned in the application 
since September 13, 1924, and had largely advertised the said 
goods bearing the said trade-mark in the manner illustrated by 
typical specimens filed herewith marked Exhibits A, B and C.” 
These exhibits need not be reproduced here. 


An opposition was entered by Armour and Company, who 
showed that for the past fifteen years they had continuously manu- 
factured and sold large quantities of cakes and sticks (not paste) 
of shaving soap under the trade-mark “Supercream.” It was also 
shown that they had extensively advertised their product by that 
name. 


The opposition was sustained by the Examiner of Interfer- 
ences and the Commissioner of Patents, upon the ground that the 
words “Supercream” and “Supercreamed” as thus applied are 
purely arbitrary and fanciful; that they are confusingly similar in 
appearance and sound; that the goods of the respective parties 
have the same descriptive properties; and that confusion in trade 
would likely result from the registration applied for, to the preju- 
dice of opposer. 

We think the rulings entered below are right. It is not denied 
that opposer has established priority of time in the use of its trade- 
mark. We think that the words “Supercream” and “Super- 
creamed,” when applied to hard soaps, are not descriptive, but 
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fanciful and arbitrary. Such soaps are not made of cream, they 
have none of the qualities of cream; and they do not resemble 
cream in point of consistency or otherwise. The words in question 
are obviously so similar in appearance and sound as to lead to 
confusion if used as trade-marks for different kinds of soap packed 
and sold as hard cakes or sticks in cases or cartons. Moreover, 
in Waltke § Co. v. Schafer & Co., 49 App. D. C. 254 [10 T. M. 
Rep. 246], this court held that toilet soap and shaving soap or 
cream are related materials, and where opposer has a right to use 
its mark on toilet soap, it may prevent the use of it by others on 
shaving soap or shaving cream. To grant applicant a registration 
of its name for soaps without restriction would result in denying 
opposer the right to use its mark upon shaving soaps, the names 
being confusingly similar as aforesaid. Furthermore, “opposer is 
not bound to establish damages in order that it may succeed. It is 
sufficient for it to show that the applicant’s mark would ‘be likely 
to cause confusion or mistake in the mind of the public,’ * * * 
but where there is doubt the courts resolve it against the new- 
comer.” Waltke § Co. v. Schafer § Co., supra; Coca-Cola Co. v. 
Chero-Cola Co., 51 App. D. C. 27 [11 T. M. Rep. 252]; Guggen- 
heim v. Cantrell § Cochrane, 56 App. D. C. 100 [16 T. M. Rep. 
81]. 


The decision of the Commissioner of Patents is affirmed. 


Scuock INDEPENDENT O11, Company v. Sincuiatr REFINING 
ComMPANY 
Court of Appeals of the District of Columbia 
February 6, 1928 
Rehearing denied February 18, 1928 

Trape-Marks—“Sinco” anp “Sico” ror Petroteum Propucts—ConrvusinG 

SIMILARITY. 

The word “Sico,” adopted as a trade-mark by appellant after 


the adoption by appellee of the word “Sinco” as a trade-mark, both 
being used on petroleum products, held liable to result in confusion. 
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Same—SamMe—INTENT TO ABANDON. 
The mere fact that appellee used its mark only in foreign trade 
did not furnish evidence warranting a finding of abandonment. 


By stipulation of counsel this case was heard before two 
members of the court, Ross and Van Orspe., Associate Justices. 


A. M. Houghton and A. R. Henry, of Washington, D. C., for 
appellant. 

E. S. Rogers, of Chicago, Ill., and T. L. Mead, Jr., and N. J. 
Jewett, both of Washington, D. C., for appellee. 


Ross, A. J.: Appeal from concurrent decisions of the Patent 
Office tribunals in a trade-mark opposition proceeding, in which 
the opposition was sustained and registration of the word “Sico”’ 
as a trade-mark for petroleum products was refused appellant. 

In 1916 the appellee, the Sinclair Refining Company, adopted 
the word “Sinco” as a trade-mark for petroleum products, and in 
1919 it secured registration of this mark. From the time of its 
adoption until about 1922 the mark was continuously used by 
appellee in both domestic and foreign commerce. Since 1922 the 
use of the mark has been confined to shipments in foreign com- 
merce. Officials of the Sinclair Company denied any intent to 
abandon the mark. 

The adoption in 1921 of the word “Sico” by appellant was 
with full knowledge of the adoption and use by appellee of the 
word “‘Sinco” upon the same class of goods. See Guggenheim v. 
Cantrell & Cochrane, 56 App. D. C., 10 F. (2d) 895 [16 T. M. 
Rep. 81]. Appellant contends, first, that there is not such a simi- 
larity in the marks as to be likely to cause confusion and mistake 
in the minds of the public, or to deceive purchasers; and, second, 
that appellee has abandoned its mark. 

As to the first ground, we think it apparent that the two marks 
are similar in appearance and sound and that their concurrent use 
on the same class of goods would be likely to result in confusion. 
As to the second ground, there is no evidence warranting a finding 
of abandonment. See Sazlehner v. Eisner & Mendelson Co., 179 
U. S. 19; Baglin v. Cusenier Co., 221 U. S. 580 [1 T. M. Rep. 
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147]. The mere fact that the Sinclair Company is not now using 
the mark in domestic commerce certainly does not establish such 
an intent. The decision is affirmed. 


Affirmed. 


Dorotuy Gray v. THE ARMAND CoMPANY 
Court of Appeals of the District of Columbia 
March 5, 1928 


Rehearing denied March 24, 1928 


Trape-MarKkKs—-INTERFERENCE—“T'HE ARMAND GIRL”—MANNER OF APPLY- 
InG Mark—Use on WHOLESALE CONTAINER Not Soup to Con- 
SUMER. 


Where appellee’s use of its mark consisting of the words “The 
Armand Girl” and the picture of a girl, was confined to affixing it 
to a wholesale container used for display purposes, but was not fixed 
to the boxes of the goods sold to customers, held that such use was 
nothing more than a method of advertising, did not identify the 
goods to the purchaser and was therefore not a trade-mark use. 
Appeal from the Commissioner of Patents in an interference 


proceeding. Reversed. For opinion below, see 16 T. M. Rep. 599. 


W. P. Preble, of New York City, for appellant. 
Paul Finkel and J. T. Newton, of Washington, D. C., and 
W. P. Bair, of Des Moines, Iowa, for appellee. 


Before Martin, Chief Justice, Van OrnspeEt, Associate Justice, 
and SmitH, Judge of the United States Court of Customs Appeals. 


Van Orspex, A. J.: The trade-marks in interference are sub- 
stantially the same: consisting of the picture of a girl in similar 
style dress, slightly differing in color. The goods on which the 
marks are claimed to have been used by the respective parties are 


cosmetics, including face powders, talcum powders, creams, lip- 
sticks, preparations for the hair, etc. The Armand Company 
established prior use of the design in interference. 

The Examiner of Trade-Mark Interferences decided in favor 
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of the Armand Company; his decision was affirmed by the Com- 
missioner; and the case is here on appeal. 

There is no dispute as to the facts. It is contended by counsel 
for appellant that no legal trade-mark use has been made by the 
Armand Company of its mark, for the reason that the mark was 
never affixed, attached, or applied to any goods which were sold 
and passed into the customer’s possession. The mark was labeled 
“The Armand Girl.”’ The picture was affixed to a box containing 
powder or cold cream and attached to a block of wood, which 
stood on the counter where the goods were displayed for sale. 
This combination, picture, box, and block, was not sold or in any 
way conveyed to a customer, but was retained in the store merely 
to attract the attention of customers to the goods. The box, 
attached to the block of wood and standing on the counter, con- 
tained a free sample of face powder or cold cream so that cus- 
tomers desiring to might sample it. If, however, the customer 
should purchase a box of the goods, the package purchased would 
not contain the “Armand Girl’ mark. It is urged, therefore, that 
the use made by appellee company was merely for advertising pur- 
poses to attract the attention of the public to the goods on sale. 

It also appears that a pamphlet was issued by the Armand 
Company which contained on the lower right hand corner of the 
back cover a small picture of the Armand Girl. The front cover 
contained a silhouette head of a lady of the time of Louis XVI of 
France, which is a trade-mark of the Armand Company used on 
face powder, packages and many other articles. This pamphlet 
it was also claimed was issued for advertising purposes. 

The sole question, therefore, is whether or not this constitutes 
a legal trade-mark use. It is settled law that the office of a trade- 
mark is to distinctly point out the origin or ownership of the article 
to which the mark is attached. It follows, therefore, that to estab- 
lish a right to the registration of a trade-mark two things are 
necessary: that it must have been actually applied to vendible 
goods; and that the goods have been sold in interstate commerce. 
As this court said in Battle Creek Sanitarium Company v. Fuller, 
30 App. D. C. 411, “To constitute a trade-mark use the mark 
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must be attached or applied to the goods. Columbia Mill Co. v. 
Alcorn, 150 U. S. 460, 464. Property in it can only be acquired 
by the actual application of it to goods of a certain class, so that 
it serves to indicate the origin of the goods; that is to say, identify 
them with the particular manufacturer or trader, and to distin- 
guish them from similar goods. United States v. Braun, 39 Fed. 
775. The mere advertisment of the words or symbol without 
application to the goods themselves is insufficient to constitute a 
trade-mark.” 

The use made by the Armand Company amounts to nothing 
more than an attractive and effective method of advertising. The 
failure to affix the mark to the goods actually sold and carried 
away by the customer deprives it of the fundamental element enter- 
ing into trade-mark use. The Commissioner, in his opinion, while 
conceding “‘the proposition that there must be a physical associa- 
tion of the mark with the goods,” and that this proposition is sup- 
ported by the authorities generally, attempts to distinguish the 
rule by reference to the provisions of the Trade-Mark Act of 


February 20, 1905, Section 29, which provides in part as follows: 
‘A trade-mark shall be deemed to be ‘affixed’ to an article when it 
is placed in any manner in or upon either the article itself or the 
receptacle or package or upon the envelope or other thing in, by, 
or with which the goods are packed or enclosed or otherwise pre- 
pared for sale or distribution.” 


But the statute, it will be observed, requires that the mark 
shall appear on the receptacle or package in which the goods are 
enclosed, “prepared for sale or distribution.” The use made by 
the Armand Company falls far short of meeting this requirement. 
The display of the picture on the counter where the goods were 
for sale; or in another instance, where the exhibition consists of 
a “double Armand Girl supporting a box of powder, or a box of 
cold cream”; or in the pamphlet referred to; or where, as dis- 
closed in the record, the Armand goods were placed on exhibition 
at fairs, and a girl, dressed as the Armand Girl, was on exhibition 
with the goods. We are of opinion that none of these, or all of 
these combined, constitute a trade-mark use. They were simply 
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novel and effective methods of advertising. Nor is the suggestion 
of the Commissioner that the Armand goods were known to the 
public by the name of the Armand Girl, and that they were fre- 
quently identified as such, of importance. This identification 
attached to the goods does not originate from a trade-mark use, but 
from the methods of advertising used by the Armand Company. 
The identification, therefore, does not strengthen the case so far 
as indicating or establishing a legal trade-mark use. 
The decision of the Commissioner is reversed. 


Victor Stove Company v. Hatui-Nrat Furnace Company 
No. 1 


Court of Appeals of the District of Columbia 
March 5, 1928 


Trape-Marks—INTERFERENCE—LACHES—“VicTorR” FoR Stoves AND Fvur- 
nwaces—Divipep Use-—Lack or Evipence or Conrvsion. 

Where appellant had used the word “Victor” as a trade-mark 
for stoves and ranges since 1887 and the appellee had used said word 
as a trade-mark for furnaces prior to 1895, both marks being used 
in the same territory but without evidence of confusion in the goods, 
held that the appellant was barred by laches, from using the word 
“Victor” as a trade-mark for furnaces. 

Same—Same—Same—Goops or Same Descriptive Properties. 

Stoves and ranges and furnaces, held to be goods of the same 

descriptive properties. 


Appeal from the Commissioner of Patents in an interference 
proceeding. Affirmed. For decision below, see 17 T. M. Rep. 155. 


L. B. Kemon, of Washington, D. C., for appellant. 
E. W. Bradford, of Washington, D. C., for appellee. 


Before Martin, Chief Justice, Van Orspet, Associate Justice, 
and Situ, Judge of the United States Court of Customs Appeals. 


Martin, C. J.: This is a trade-mark interference proceeding 
relating to the use of the word “Victor” as a trade-mark for fur- 
naces. 
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On May 22, 1928, the Hall-Neal Furnace Company was 
granted registration of the word “Victor” as a trade-mark for coal, 
wood, gas and oil heating furnaces, and furnace parts. On March 
1, 1924, the Victor Stove Company filed an application for the 
registration of the same word as a trade-mark for wood, coal and 
gas stoves and ranges and furnaces. Testimony was taken by 
both parties. 

The Examiner of Interferences found on the evidence that the 
Victor Company had used the word as a trade-mark for stoves and 
ranges since the year 1887, but not for furnaces until the year 
1928; and that the Hall-Neal Company had not used the word as 
a trade-mark for furnaces prior to 1895. The Examiner held 
that stoves and ranges were goods of the same descriptive proper- 
ties as furnaces, and that the Victor Company, being senior in 
use of the mark, should prevail in the interference and was entitled 
to the registration of the mark for furnaces, as applied for by it. 

Upon appeal the Commissioner of Patents found that the Hall- 
Neal Company had been in undisputed possession of the right to 
use the word “Victor” as its trade-mark for hot-air furnaces from 
about 1895 to 1923; that the Victor Company during that period 
did not use the word as a trade-mark for furnaces, and that for 
many years the two companies sold their respective goods in sub- 
stantially the same territory, each using the word “Victor” as its 
trade-mark without a single instance of confusion in the mind of 
the public as to the authorship or ownership of the respective 
goods; and that under these circumstances the Victor Company 
would be barred by reason of laches from the use of the word as 
a trade-mark for furnaces. The Commissioner therefore reversed 
the decision of the Examiner; and the present appeal followed. 

In our opinion the decision of the Commissioner is right. 
For many years the Victor Company practically acquiesced in the 
exclusive use of the mark by the Hall-Neal Company for furnaces, 
during which time the latter company built up a market, together 
with a good-will, for its furnaces under the trade-mark “Victor.”’ 
If the Victor Company now should be given the exclusive right to 


use the trade-mark for furnaces, it would in large part appropriate 
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to itself the good-will which, to its knowledge and without its 
objection, the Hall-Neal Company built up for its products. Such 
a result would be plainly inequitable. In France Milling Co. v. 
Washburn-Crosby Co., 7 Fed. (2nd) 804 [15 T. M. Rep. 185], it 
is held: 

“Manufacturer of flour under ‘Gold-Medal’ trade-mark, who for 
many years acquiesced in use of same mark by manufacturer of pancake 
and buckwheat flour, and sold latter raw flour for use in manufacture, 
held to have lost by laches all right to enjoin such use of mark.” 

We agree accordingly with the conclusion of the Commissioner 
that: 


“In view of the above it is believed that the status quo of the parties 
as it existed for many years should not be disturbed, and that the Victor 
Stove Company should be denied the right to register the trade-mark 
‘Victor’ for furnaces. 


The decision of the Commissioner of Patents is affirmed. 


Victor Stove Company v. Haui-Neat Furnace Company 
No. 2 


Court of Appeals of the District of Columbia 
March 5, 1928 


SaME—CANCELLATION—“VicTor” FoR Stoves AND FURNACES. 

In a suit to cancel the registration of the word “Victor” as a 
trade-mark for stoves and ranges, the Commissioner’s decision deny- 
ing the application was affirmed on the grounds followed in Victor 
Stove Company v. Hall-Neal Furnace Co. (No. 1), p. 178 ante. 
Appeal from the Commissioner of Patents in a cancellation 

case. Affirmed. 


L. B. Kemon, of Washington, D. C., for appellant. 
E. W. Bradford, of Washington, D. C., for appellee. 


Before Martin, Chief Justice, Van Ornspet, Associate Justice, 
and Smitn, Judge of the United States Court of Customs Appeals. 


Martin, C. J.: This is an appeal from a decision denying an 
application filed by the Victor Stove Company, for the cancellation 
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of the trade-mark registration of the word “Victor,” issued May 
22, 1928, to the Hall-Neal Furnace Company, for domestic heat- 
ing furnaces. 

The application for cancellation herein involved raises the 
same question as that decided by this court concurrently herewith 
in appeal No. 2007, Victor Stove Company v. Hall-Neal Furnace 
Company (see p. 178 ante.). Consistently with the court’s deci- 
sion in that case, the decision of the Commissioner of Patents 
herein appealed from is affirmed. 


F. Horrman & Sons, Inc. v. H. B. Hunter Company, Inc. 
Court of Appeals of the District of Columbia 
March 5, 1928 


TrapE-Marxs—CaNnceELLation—“CHoco” ann “CxHoco-Sie” ror Sorr Drinks 

—ConFusiInG SIMILARITY. 

The word “Choco” held to be confusingly similar to the registered 
trade-mark “Choco-Sip,” both marks being used on soft drinks, and 
the decision of the Commissioner was reversed. 

Appeal from the Commissioner of Patents in a cancellation 


proceeding. Reversed. For opinion below, see 16 T. M. Rep. 537. 


D. U. Rich and C. R. Allen, both of Washington, D. C., for 
appellant. 
W. L. Symons, of Washington, D. C., for appellee. 


Before Martin, Chief Justice, Van Orspet, Associate Justice, 
and Smitu, Judge of the United States Court of Customs Appeals. 


Van Orspex, A. J.: This is a trade-mark cancellation pro- 
ceeding, brought by appellant company, to secure the cancellation 
of the registration of the word “GHOGO” as a trade-mark for 
non-alcoholic, maltless, carbonated beverages, sold as soft drinks. 
The petitioner claims that it is damaged by use of the mark 
through confusion with its registered trade-mark “Choco-Sip.” 

Priority is conceded petitioner in the use of its mark. It is 





182 EIGHTEEN TRADE-MARK REPORTER 


not denied that the goods of the respective parties are substantially 
identical. The only question for determination is whether or not 
the trade-marks are confusingly similar, within the meaning of 
the statute. 

The Examiner of Interferences found that the marks were so 
similar as to be likely to lead to confusion; and directed the can- 
cellation of appellee company’s registration. This decision was 
reversed by the Commissioner of Patents, and from his decision 
this appeal was taken. 

We find little difficulty in sustaining the decision of the Ex- 
aminer. The suffix “Sip” indicates a beverage, and the prefix 
“Choco” indicates the quality of beverage. The evidence discloses 
that “Choco-Sip” is frequently ordered by the name “Choco.” We 
are not impressed with the contention that the hyphen marks in 
“GHOCO” distinguish the word either in pronunciation or appear- 
ance to the extent of removing the probability of confusion. The 
manner in which the word is written leave the hyphens obscure 
and unimportant factors in the make-up of the mark. As said by 
the Examiner: 


“Especially is this true when it is considered that the letter spacing 
in respondent’s trade-mark is not substantially different from that of a 
word in which no hyphens appear.” 

In view of the evidence as to probable confusion, and also 
from the close similarity of the marks, we are convinced that the 
conclusion reached by the Commissioner is erroneous. 

The decision of the Commissioner is reversed. 





In THE MATTER OF THE APPLICATION OF GreGG & Son, INc. 
Court of Appeals of the District of Columbia 
March 4, 1928 


Trape-Marxks—AppiicaTion—Use or Mark ON CLEANED AND RENOVATED 
Goopvs—No Trape-Marx Use. 

The use by applicant of a trade-mark on goods cleaned and reno- 

vated by it, held not to be a trade-mark use, since the goods so cleaned 
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did not originate with appellant and the mark therefore did not 

identify them as his. 

Appeal from the Commissioner of Patents denying a trade- 
mark application. Affirmed. For decision below, see 16 T. M. 
tep. 506. 


A. M. Hood and W. P. Hahn, both of Indianapolis, Ind., for 
appellant. 

T. A. Hostetler, of Washington, D. C., for Commissioner of 
Patents. 


Before Martin, Chief Justice, VAN Orspe., Associate Justice, 
and Situ, Judge of the United States Court of Customs Appeals. 


Van Orspvet, A. J.: This appeal is from the decision of the 
Commissioner of Patents denying the application of appellant for 
the registration of a trade-mark on the ground of lack of trade- 
mark use. 

It appears that appellant company is a service corporation 
carrying on the business of repairing, cleaning, renovating, and 
dyeing, fabrics and furs. The mark sought to be registered is used 
by appellant company on labels attached to goods that have been 
cleaned or renovated when the same are returned to the owners. 
Registration was refused on the ground that the mark does not 
indicate either the origin or the ownership of the goods on which 
it is used. Clearly, the goods do not originate with appellant com- 
pany, neither is it the owner of the goods, since all that is done 
by appellant is the repairing, cleaning, renovating, or dyeing of 
the fabrics or furs, the origin and ownership of which are in the 
persons for whom appellant’s services are engaged. 

To entitle an applicant to the registration of a trade-mark it 
must appear that the mark has been used on an article of com- 
merce, and that it has been used in commerce. The mark must 
likewise possess a distinctive identifying characteristic of the arti- 
cle to which it is affixed and must be used to indicate the origin 
or ownership of the article to which it is attached. Nims, in his 
work on Unfair Competition and Trade-Marks (2d Ed.), Section 
212, in defining who may acquire a trade-mark, says: 
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“Not only a manufacturer of goods but a merchant, distributor, job- 
ber, bottler, or other person who selects goods and markets them or 
places them before the public may adopt for use his own trade-mark.” 
Hughes v. Alfred H. Smith Company, 205 Fed. 302 [3 T. M. Rep. 375]. 


In Section 214 of the same work, the author defines the man- 
ner in which a trade-mark may be acquired, as follows: 

“The trader must do three things in order to acquire a good title to 
a technical trade-mark: First, he must adopt a trade-mark open to 
appropriation; second, he must apply it or attach it physically to a vendi- 


ble commodity; and, third, he must actually put the commodity so marked 
on the market.” Schneider v. Williams, 44 N. J. Eq. 391. 


It will be observed that the appellant falls far short of meeting 
the requirements that would entitle it to the registration of its 
mark. The mark is not attached to vendible articles, nor does 
appellant occupy such a relation to the goods to which the mark 
is attached as to entitle it to sell or dispose of the same. It is 
neither the owner of the goods nor an agent authorized to sell or 
dispose of them. 

Appellant company does not rise to the dignity of a dealer 
or retailer who may have his mark placed upon the goods he 
handles by the manufacturer, for in such cases the dealer or retailer 
is the owner of the goods, and as such comes clearly within the 
registration requirements. Neither is appellant a producer of the 
goods, since he possesses neither origination nor ownership. 

The decision of the Commissioner is affirmed. 


DECISIONS OF THE COMMISSIONER OF PATENTS 


Abandonment 





Kinnan, F. A. C.: This case comes on for review, on appeal 
of the U. S. Light and Heat Corporation, opposer, of the decision 
of the Examiner of Trade-Mark Interferences dismissing the oppo- 
sition and adjudging the applicant, National Lead Battery Co., 
entitled to the registration for which it has applied. 

The applicant seeks registration of the word “National,” the 
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letters of which are somewhat distinctively formed, used on bat- 
teries in Class 21, Electrical Apparatus, Machines and Supplies. 

The opposer alleges damage based upon a claim of prior use 
of the same word “National’’ for storage batteries by its prede- 
cessor, the National Battery Company, which use is alleged to 
have continued to the present time. The opposer also claims dam- 
age based upon the allegation that the notation constitutes a mate- 
rial part of the corporate name of this predecessor. 

Both parties have taken testimony and there is satisfactory 
evidence establishing that opposer’s predecessor in business, the 
National Battery Company, adopted and used the notation upon 
storage batteries at least as early as 1908. The earliest date 
alleged on behalf of the applicant is in 1919, the use being con- 
tinuous to the present time. There is no substantial dispute as 
to these facts. 

It appears from the testimony presented on behalf of opposer 
that there was organized, about January, 1909, the United States 
Light and Heating Company of Maine, and that it acquired the 
business and assets of three existing companies including the Na- 
tional Battery Company of New York. This United States Light 
and Heating Company of Maine continued in business until about 
June, 1914, when its business and trade-mark rights, such as were 
existing at that time, were taken over by the U. S. Light and Heat 
Corporation, the opposer in the instant proceeding. 

While the National Battery Company was in existence, it 
manufactured and sold batteries under the trade-mark “National.” 
The United States Light and Heating Company of Maine, which 
in January, 1909, acquired the assets and business of three com- 
panies including the National Battery Company, continued to use 
this mark “National” on batteries until about the year 1914. There 
is no denial of the foregoing. 

The marks being substantially identical, the goods being spe- 
cifically the same, and there being no question as to the prior 
adoption and use by the opposer of the mark, the decision in this 
case hinges upon whether the opposer continued the use of the 
mark after 1914, when the present opposer corporation was formed, 
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or abandoned it, thereby entitling the applicant to legally adopt it 
and use it during and continuously since the year 1919. 

It is in evidence the opposer corporation continued to furnish 
necessary repair parts of the batteries which had previously been 
sold by its predecessors under the trade-mark “National” so long 
as orders for such repairs were received. The molds and dies 
for making and marking batteries of this type were retained in 
possession of the opposer corporation, and there is some evidence 
that inquiries regarding “National” batteries were received as late 
as 1921, but they appear not to have been answered in a way to 
indicate that the opposer company was still making and marking 
such batteries under such trade-mark. 

A most careful review of the testimony of the opposer cor- 
poration fails to show that any new batteries have been made and 
sold under the trade-mark “National” since 1914, when, as the 
testimony abundantly establishes, the new mark of the opposer, 
“USL,” was adopted in place of the old mark. 

Bliss testifies, Q. 10, that the labeling of all battery products 
with the word “National” was continued “up to the beginning of 
the war. at least, which would make the date somewhere about 
1914 or 15,” after which, Q. 11, he states “it was decided to adopt 
the letters ‘USL’ as a future trade-mark.” 

After stating, XQ. 26, that orders were received for spare 
parts of the old National batteries and that in the factory the 
employees speak of the parts as “National parts,’ this witness 
states, XQ. 27, there are some new parts shipped with the word 
“National” on them, and adds that “perhaps some new batteries”’ 
are shipped now and then with the word “National” on them. 
This statement that “perhaps some new batteries” are shipped is 
the sole statement in the testimony indicating any new batteries 
have ever been made and shipped under the trade-mark “‘National’’ 
since 1914. 

The witness Ackermann corroborates Bliss as to the use of 
the mark “National” up to the time when the new mark, “USL,” 
was substituted, and describes, Q. 19, the circumstances under 
which the new mark was adopted. The witness Stanton produced 
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some inquiries or orders of 1921 for National Battery products, 
but he does not testify that any were shipped under said trade- 
mark. He also confirms the witness Bliss as to the use of the mark 
“National” up to the time when the new mark, “USL,” was sub- 
stituted, and as to the date the opposer corporation changed its 
trade-mark. 

The witness Stanton states, XQ. 26, that at the time of chang- 
ing the trade-mark, the company “had stocked material carrying 
the ‘National’ trade-mark, which was undoubtedly used until ex- 
hausted.” In response to XQ. 27, as to whether “all batteries put 
out since the trade-mark was changed have borne the new mark,” 
he states: “To my knowledge, yes.” 

From the foregoing it appears satisfactorily established that 
the opposer changed its trade-mark in 1914, or about that time, 
and continued the use of the trade-mark “National” except as to 
the extent of furnishing parts for batteries of that type previously 
sold by its predecessors in business and while supplying such parts 
in response to orders therefor, did not send them out under the 
trade-name “National” except as to the stock on hand when the 
opposer corporation was organized, which already bore the trade- 
mark, 

Since batteries are not very long lived, may be used for a few 
years at most, of which judicial notice may well be taken, it must 
be presumed that orders for new parts of old batteries would prac- 
tically have ceased by the time the applicant entered the field. 
Inquiries from former users of the “National Battery’ would con- 
tinue to come in for some time thereafter, but the evidence pre- 
sented on behalf of the opposer fully warrants the conclusion that 
its use of the mark on goods produced by it had been intentionally 
discontinued before the year 1919, and the mark had been inten- 
tionally abandoned. 

Opposer has presented many instructive decisions which hold 
that an intent to abandon must, ordinarily, be shown. It is be- 


lieved, however, that the testimony presented by opposer’s own 
witnesses clearly shows an intent to abandon the mark here in 
issue. It would seem the reasoning followed by the court in the 
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case of Levering Coffee Company v. Merchants Coffee Co., 181 
O. G. 1075, 89 App. D. C. 151 [2 T. M. Rep. 420], is applicable 
to and determinative of the instant case. 

As to the matter of the corporate name of the predecessor 
company, National Battery Company, it may be noted that the 
word “National” is an exceedingly common one in connection with 
the names of companies and corporations and that, furthermore, 
the corporation has been dissolved by proclamation of the Governor, 
published on the eleventh day of March, 1926, as shown by the 
certificate of the Deputy Secretary of State of the State of New 
York, filed at the hearing, as to which counsel for the opposer has 
stated he has no objection to consideration. 

The decision of the Examiner of Trade-Mark Interferences 
dismissing the opposition and adjudging the applicant entitled to 
the registration for which it has applied is affirmed.* 


Descriptive Marks 


Moore, A. C.: This is an appeal from the decision of the 
Examiner of Trade-Marks refusing to register the appellant’s 
trade-mark consisting of the word “Choispakt” for smoked fish, 
salt fish, fresh fish, canned fish, fruits and vegetables. 

The ground on which registration was refused is that the 
mark is descriptive of the goods, being the phonetic spelling of 
the words “choice packed.” 

The word would clearly convey to the mind of the public the 
idea that the goods are “choise packed,’ and is therefore descrip- 
tive and unregistrable. 

The law is well settled that one cannot appropriate to his 
exclusive use words or symbols which are of public property, and 
that the right of others to use descriptive words in their ordinary 
and usual meaning may not be restricted. One may not, therefore, 
take as a trade-mark words which are descriptive of an article of 
trade, of its qualities, ingredients or characteristics. 


*U. S. Light and Heat Corporation v. National Lead Battery Com- 
pany. 
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No sign or form of words may be appropriated as a valid 
trade-mark which others may employ with equal truth and equal 
right for the same purpose. Clearly, every packer and every 
trader in canned fish, etc., has the right to say that they are 
“choice packed.” 

It is also a general rule that words that ordinarily or directly 
indicate or imply high quality, excellence, superiority, popularity, 
etc., as belonging to the goods, are not appropriable as valid trade- 
marks. Such words as “Royal” and ‘Imperial,’ when applied to 
baking powder and beer, respectively, denoting high quality, excel- 
lence, etc., have been held to be invalid trade-marks (Royal Baking 
Powder Co. v. Raymond, 70 Fed. 376; Beadleston & Woerz v. 
Cooke Brewing Co., 74 Fed. 229). 

The appellant rests its contention upon Arkell Safety Bag Co. 
v. Safepack Mills, 289 Fed. 616, 53 App. D. C. 218 [13 T. M. 
Rep. 225], as controlling of the instant case. 

In that case, however, the court found that the component 
parts of the mark “Safepack’”’ have a variety of meanings, more 
or less fanciful; that the mark, taken as a whole, belongs to that 
class of “arbitrary suggestive words that the commercial world 
is seeking,” and that “while it may be suggestive of certain charac- 
teristics, it is not descriptive to the extent of defining any particu- 
lar quality of the goods to which it is applied.” 

It thus appears that the facts in the adjudicated case are 
different from those of the instant case. 

The decision of the Examiner of Trade-Marks is affirmed.” 


Non-conflicting Marks 


Moore, A. C.: This is an appeal from the decision of the 
Examiner of Trade-Marks finally refusing to register the word 
“Featherstone” as a trade-mark for woolen piece goods. 

The Examiner based his refusal to register said mark on 
Registration No. 170651, of the words “Feather Fine” and a repre- 
sentation of a feather, for the same goods. 


* Application of Mid-Central Fish Company v. Commissioner of Pat- 
ents, December 1, 1927. 








190 EIGHTEEN TRADE-MARK REPORTER 






The appellant points out that the two marks have not the 
same appearance, nor the same sound, nor the same significance; 
also that many marks have been registered for the same general 
class of goods, said marks comprising the word feather, and in 
which the word feather is the dominant characteristic, the remain- 
ing parts of the marks having merely a qualifying effect. 

As instances of such marks the appellant in his brief has listed 
the foilowing registrations: 


No. 64585, Feather Silk. No. 108649, Red Feather. 
No. 168433, Feathertite. No. 173581, Featherweight. 
No. 111822, Red Feather. No. 189286, Feathermag. 
No. 195983, Fetherlite. No. 191070, Featherweight. 
No. 203011, The Feather. No. 199005, Featherweight. 
No. 77056, Featherweight. No. 201309, Gold Feather. 
No. 42098, Red Feather. No. 202726, Featherlight. 
No. 66201, Featherweight. No. 201480, Fethernit. 

No. 100328, Feathertread. No. 209604, Featherwelt. 


No. 106532, Fetherwelt. 
















In view of the above it seems clear that no one is entitled to 
the exclusive use of the word “feather,” when used alone or with 
other devices, as a trade-mark for woolen piece goods, or goods of 
a like nature. 

While the practice of adopting trade-marks which resemble 
prior trade-marks for goods of the same descriptive properties 
should not be encouraged, yet it is believed that the mark “Feather- 
stone”’ is sufficiently distinctive from the mark ‘“‘FeatherFine’”’ and 
a representative of a feather to justify its registration (Rosenberg 
Bros. & Co. v. Robert G. Horowitz, 151 Ms. ec. 526 [17 T. M. 
Rep. 497]; John Morrell & Co. v. Hauser Packing Co., 20 F. (2d) 
718 [17 T. M. Rep. 411]). 


The decision of the Examiner of Trade-Marks is reversed.* 


Moore, A. C.: The opposer, the B. F. Goodrich Company, 
appeals from the decision of the Examiner of Interferences dis- 


missing its notice of opposition and adjudging that the applicant, 
the Kenilworth Manufacturing Co., Inc., is entitled to the registra- 
tion for which it has made application. 


*Ex parte Frostmann and Huffmann Company, 151 M. D. ——. 
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The trade-mark, the registration of which is opposed, con- 


sists of the word “Zip-Knick” for wearing apparel for men, women 
and children, namely, knickers, gymnasium trunks, bathing trunks 
and hiking trunks. 

This opposition was brought under Section 6 of the Trade- 
Mark Act of February 20, 1905, which provides: 


“Any person who believes he would be damaged by the registration 
of a mark may oppose the same by filing notice of opposition, stating the 
grounds therefor, in the Patent Office. * * *” 


The opposer in support of its opposition states that on April 
7, 1925, it obtained Registration No. 197090 of the word “Zipper” 
as a trade-mark for boots made of rubber and fabric; that the 
applicant’s goods and the opposer’s goods are of the same descrip- 
tive properties; that to register the applicant’s trade-mark would 
lessen the value of the opposer’s trade-mark, in that it would be 
likely to cause confusion in trade; in that it would unwarrantably 
lessen the distinctiveness of opposer’s trade-mark; in that it would 
tend to cause the word “Zipper” and modifications thereof, such 
as the word “Zip” to become generic names for slide fasteners 
without justification and to the damage of the opposer, etc. 

It may be noted in connection with the proposition that the 
registration of the applicant’s mark would tend to cause the word 
“Zipper” and modifications thereof, such as the word “Zip,” to 
become generic names for slide fasteners, it may be noted that 
neither the applicant’s mark nor the opposer’s mark is for slide 
fasteners; also, that neither the applicant nor the opposer was the 
first to adopt the word “Zip” and modifications thereof as trade- 
marks, 

The record shows that the slide fasteners used by each of 
the parties are manufactured and sold by the Hookless Fastener 
Company; also, that there have been registered nearly fifty trade- 
marks consisting of the word “Zip” and modifications thereof, for 
various kinds of merchandise; of these, special reference may be 
made to Registration No. 119139 of a trade-mark consisting of 
the word “Zip” for snap fasteners. 


The applicant seeks to obtain registration of its mark under 
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Section 5 of the Trade-Mark Act of February 20, 1905, which 
contains the general provision: 
“That no mark by which the goods of the owner of the mark may be 


distinguished from other goods of the same class shall be refused regis- 
tration. * * *%” 


This section specifies several exceptions to the above general 
provision of which the following are pertinent to the question at 
issue: 

“Provided that trade-marks which are identical with a registered or 
known trade-mark owned and in use by another and appropriated to 
merchandise of the same descriptive properties, or which so nearly re- 
semble a registered or known trade-mark owned and in use by another 
and appropriated to merchandise of the same descriptive properties as 


to be likely to cause confusion or mistake in the mind of the public or to 
deceive purchasers shall not be registered.” 


The controlling questions presented for consideration and 
decision, therefore, are: (1) whether the applicant’s trade-mark 


“Zip-Knick” is identical with or so nearly resembles the opposer’s 
trade-mark “Zipper” as to be likely to cause confusion or mistake 


in the mind of the public or to deceive purchasers; and (2) whether 
the applicant’s goods, viz., wearing apparel for men, women and 
children, namely, knickers, gymnasium trunks, bathing trunks and 
hiking trunks, are of the same descriptive properties as the 
opposer’s goods, viz., boots and overshoes made of rubber and 
fabric. 


To deny the applicant’s right to register its trade-mark the 
coincidence of the above conditions must be established. The two 
marks may be identical and yet if the respective goods of the par- 
ties have not the same descriptive properties the applicant’s mark 
is registrable. As was stated by Mr. Justice Sutherland in Ameri- 
can Steel Foundries v. Robertson, Commissioner of Patents, and 
Simplex Electric Heating Company, 342 O. G. 711, 269 U. S. 
372, 1926 C. D. 289 [16 T. M. Rep. 51]: 

“The mere fact that one person has adopted and used a trade-mark 
on his goods does not prevent the adoption and use of the same trade- 
mark by others on articles of a different description. There is no prop- 


erty in a trade-mark apart from the business or trade in connection with 
which it is employed.” 
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And obviously it is also true that even though the goods of 
the parties may be identical, yet if their trade-marks are not iden- 
tical, or if they do not so nearly resemble each other as to be likely 
to cause confusion or mistake in the public mind, then the appli- 
cant’s right to register its trade-mark should not be denied. 

As above indicated, both marks are formed from the word 
“Zip,” and had previously been adopted by many others as trade- 
marks for various articles of trade. The rights of the parties under 
their respective trade-marks, therefore, are confined within narrow 
limits; and neither party is entitled to receive such a broad inter- 
pretation of its rights under its trade-mark as to interfere with 
the rights of the other party. 

Obviously, the two marks are not identical, nor do they so 
nearly resemble each other as to be likely to cause confusion in 
the mind of the public. In view of the prior adoption and use by 
many others of the word “Zip” and modifications thereof on various 
articles of merchandise, the members of the public naturally exer- 
cise care in discriminating distinctions between such marks, and 
when exercising such care they would not be likely to confuse the 
mark “Zip-Knick” with the mark “Zipper.” These marks have 
neither the same appearance, sound nor suggestion. 

As to the second question raised for consideration and deci- 
sion, viz., whether the respective goods of the parties are of the 
same descriptive properties, it must be held that in no sense do 
overshoes made of rubber and fabric possess the same descriptive 
properties as knickers, gymnasium trunks, bathing trunks and hik- 
ing trunks. Certainly one desiring to purchase the B. F. Goodrich 
Company’s boots and overshoes made of rubber and fabric would 
not be confused into purchasing the applicant’s goods, and vice 
versa. Neither party manufactures or sells the kind of goods manu- 
factured and sold by the other party. In this connection reference 
may again be made to the “Simplex Case,” in which it was stated: 


“The law of trade-marks is but a part of the broader law of unfair 
competition, but the general purpose of which is to prevent one person 


from passing off his goods or business as the goods or business of an- 
other.” 
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So far as is made to appear from the record in this case, the 
parties are not in competition with each other; and where there 
is no competition there can be no unfair competition. 

I find no error in the decision of the Examiner of Interfer- 
ences dismissing the notice of opposition and adjudging that the 
applicant is entitled to the registration for which it has made 
application, and said decision is accordingly affirmed.* 

In related cases it was also held that Clive E. Hockmeyer 
was entitled to register the term “Zip-On” as a trade-mark for 
leggings, men’s, women’s and children’s knickerbockers, and that 
that registration, now owned by the Zip-On Manufacturing Com- 
pany, ought not to be cancelled; that the term “Zip-Over,” in con- 
nection with the name Kenilworth, as a trade-mark for sweaters 
and sweat shirts and the term “Zip-Midy” with the name Kenil- 
worth thereover for middies and sport shirts, made of knitted and 
textile fabrics, are registrable, notwithstanding the prior use by 
opposer of the word “Zipper” as a trade-mark for boots made of 
rubber and fabric, all on the grounds that the marks are not decep- 


tively similar and that the goods are not of the same descriptive 
properties.° 


*The B. F. Goodrich Co. v. Kenilworth Mfg. Co., Inc., 151 M. D. 608, 
611 and 612, March 12, 1928. 


°*The B. F. Goodrich Co. v. Clive E. Hockmeyer, 151 M. D. 606. 





